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E. Kaun’s Sons Company v. Cotumsus Packinc CoMPany 
United States Circuit Court of Appeals, Sixth Circuit 
April 13, 1936 


Unramr Competirion—Cotor—Get-Up or LaBers aNnp CONTAINERS. 

Where appellant had, since the year 1922, sold its lard and meat 
products in containers bearing labels featuring an oval medallion and 
distinctive combinations of stripes and lettering, some in blue and white, 
others in red and yellow, the adoption by appellee in 1929 and 1931 of 
labels featuring a medallion and stripes of different widths, but in 
color and arrangement closely similar to those in use by plaintiff, held 
liable to deceive customers and hence unfair competition, particularly 
as appellant’s labels and cartons had, through wide advertising, become 
well-known to the public. 

Unrair CompetrrionN—Proor or Deceprion. 

Although there was little evidence of actual deception of consumers, 

defendant’s conduct raises the presumption that there would be. 


In equity. Appeal from the District Court, Southern District 


of Ohio, dismissing the complaint. Reversed. 


Murray & Zugelter, of Cincinnati, Ohio, for appellant. 
Bennett & Westfall, of Columbus, Ohio, for appellee. 


Before Moorman, Hicks, and Simons, Circuit Judges. 


Hicks, C. J.: Bill by The E. Kahn’s Sons Company, appellant, 
against The Columbus Packing Company, appellee, for an injunc- 
tion against infringement of its registered copyrighted labels Nos. 
29,869, 29,878 and 25,251; its registered trade-marks Nos. 176,638, 
233,734 and 233,735; and against unfair competition in the use of 
labels and containers. The District Court denied relief and dis- 
missed the bill. 

It is not contended that appellant’s copyrighted labels or tech- 
nical trade-marks are invalid and we find no infringement of any 
of them. The gravamen of the bill is contained in its allegation 
that appellee has been guilty of unlawful and unfair competition 
in business. 

Both appellant and appellee were engaged in the business of 
packing and selling meat and meat products, and each operated 
in much the same territory. In 1922 appellant designed and began 
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the use of striped containers for its high quality lards, a blue and 
yellow striped tin pail (after a few months changed to blue and 
white striping) for ‘kettle rendered lard,” and a red and yellow 
striped tin pail for its “pure lard.” Kettle rendered lard and pure 
lard are both high-grade lards, but they are rendered by different 
processes and are different in appearance. Pure lard is cheaper in 
price and sells to a cheaper class of trade. 

The blue and white striping was also used extensively by ap- 
pellant on various pasteboard cartons and paper wrappings for its 
other meat products. The red and yellow seems to have been 
limited to pails and cartons of various sizes, containing pure lard. 
Both combinations of stripes with the American Beauty trade- 
mark (described later) were prominently displayed in appellant’s 
advertising, though the blue and white predominated for the reason 
that that color scheme was used on other products than lard. The 
advertising media consisted of tin and cardboard displays, pictur- 
ing the striped pail of appellant alongside a plate of tasteful looking 
doughnuts, cake, bread and pie. There were cardboard representa- 
tions of hams and sides of meat wrapped in blue and white striped 
paper and of a plate of eggs and bacon beside a blue and white 
striped carton of appellant’s bacon. Appellant distributed cook 
books and pamphlets, blotters, etc., all emphasizing the two com- 
binations of stripings and the uniform American Beauty label. 
There were price lists, done in black and white, but depicting striped 
containers. 

Appellant’s advertising expenditure ran into hundreds of 
thousands of dollars, and whatever the reason, its business en- 
joyed a striking growth, from sales of $1,360,000.00 in 1916 to 
$13,300,000.00 in 1931, the year before the bill was filed. Up to 
that time appellant had sold 10,000,000 of its striped pails and 
2,000,000 of its similarly striped cartons. 

Appellant’s open kettle rendered lard was sold in pails of con- 
ventional size and shape. Its four-pound pail, illustrative of all 
the others, was encircled with vertical stripes of deep blue, about 
one-fourth of an inch wide, alternating with white stripes of the 
same width. The blue had a metallic, almost iridescent luster, in 
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certain lights. The label or medallion (its trade-mark) showing 
that it was a Kahn product, was positioned on one side, halfway 
between the ears of the pail. 


The medallion was oval-shaped, being roughly five inches high 
and four inches across. It was in all respects but one the same in 
position, shape, size and color on both the kettle rendered and pure 
lard pails, and except in size of position on the lard cartons like- 
wise, so that one description of its chief features will suffice. The 


outer rim of the medallion was a blue stripe, of the same luster just 


described, about an eighth of an inch wide. Next within was the 
finely crosshatched yellow and red band of the same width. Within 
this the background of the lettering was partly a finely dotted red 
and yellow and partly a bright yellow. A rose, taking up about a 
fourth of the space and at the left, was pictured against a back- 
ground of dark blue. There were three or four green stems with 
leaves, two buds and one deep red rose in full bloom. To the right 
of the rose and with it, occupying the upper three-fifths of the medal- 
lion, in letters about half an inch high, were the words 
“KAHN’S 
AMERICAN 
BEAUTY” 
—positioned approximately as herein set out. Below this was a 
fawn colored band about three-fourths of an inch high, extending 
almost the width of the medallion and bearing in red letters three- 
sixteenths of an inch high the words 
“OPEN KETTLE 
RENDERED LARD” 

positioned approximately as herein set out. Below the band on 
a red and yellow background in red letters about an eighth of an 
inch high, were the words, “U. S. Inspected and Passed by Depart- 
ment of Agriculture Est. No. 89.” Beneath and on the same 
background and at the bottom of the medallion in blue letters three- 
sixteenths of an inch high were the words “The E. Kahn’s Sons Co., 
Cincinnati, O.” At the very bottom, just outside the blue rim and 
following its curve, was a narrow band of yellow, about two inches 
long, in which was printed in letters about an eighth of an inch 
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high “4 Lbs. Net Wt.” In the medallion, to the right, and just 
above the fawn colored band, were the words, “Reg. U. S. Pat. 
Office.” 

Appellant’s pure lard was sold in an identical pail except the 
vertical and alternate striping was in red and yellow, the red hav- 
ing the same iridescent quality of the first described blue. The me- 
dallion varied only in the inscription “Pure Lard” on the fawn 
colored band in red letters about one-half an inch high. 

Appellant’s four-pound pure lard carton was, roughly, four 
inches square by seven inches long; and the striping, in alternating 
red and yellow bands about one-fourth of an inch wide, minus the 
metallic luster, ran crosswise around the box on their four sides. 
The oval shaped medallion, about four inches by three inches, 
with the long axis parallel to the stripes, appeared about the center 
on all four faces. 


Appellant’s one-pound carton is identical except that its pro- 
portions are less. 

Appellee’s four-pound pails were the same size and shape as 
appellant’s. Its kettle rendered lard was sold in a pail striped 
vertically and alternately in a flat, lusterless blue and white, but 
the stripes were of different widths, the white stripe being about 
two and one-half times as broad as the narrow one-eighth inch stripe 
of blue. The medallion was about the same size as appellant’s, but 
its long axis was horizontal and not perpendicular. It was rimmed 
in narrow, concentric ovals of white, a predominate blue, orange 
and white. The background was a salmon colored orange. At the 
top in large one-half inch letters were the words “Capital Brand” 
arranged along the inner curve of the rim and below was a picture 
of the Ohio state capitol. Beneath this was a three-fourths inch 
blue band extending four inches along the long axis of a medallion, 
bearing in one-eighth inch white letters, the inscription “Open Kettle 
Rendered” and below in one-fourth inch letters in the salmon orange 
“Pure Lard.” Beneath this, in three-sixteenths inch lettering was 
“U. S. Inspected and Passed by Department of Agriculture Est. 
No. 586” and in one-fourth inch letters edged in white “The Colum- 
bus Packing Co.” ; and in one-eighth inch letters in blue at the very 
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bottom “Columbus, Ohio,’ the last two lines being curved with 
the rim. The words “4 Lbs. Net Weight’ on this pail appeared at 
the top of the medallion in a small, narrow band of white, curving 
with the rim. Appellee has used this pail (pltff’s. Ex. No. 12) since 
1929. 

Appellee’s pure lard was sold in a pail striped vertically and 
alternately in a flat, lusterless white and salmon colored orange. 
The white stripe was very narrow, about one-sixteenth of an inch, 
and the orange three times as broad. The medallion was the same 
size as in its blue and white pail; its long axis was horizontal and 
it was rimmed in concentric ovals of white, a predominant blue, 
orange and white. The background of the medallion was orange 
in the same tone as the stripe. In heavy one-half inch blue letters 
at the top was the word “Columbus,” curving with the rim, and 
beneath the word “Brand” in blue, one-fourth of an inch high; 
then a dark blue band three-fourths of an inch high splitting the 
medallion horizontally in half, with the legend “Pure Lard” in 
heavy, half-inch orange letters rimmed in white. Immediately below 
and rather prominent, in three-sixteenths inch blue letters, was 
“The Columbus Packing Co., Columbus, Ohio” and in narrow one- 
fourth inch white letters at the bottom were the words “U. S. In- 
spected and Passed by the Department of Agriculture Est. No. 
586." Curving with the rim, the “4 Lbs. Net Weight,” as before, 
was at the top in blue letters on a white band. Appellee has used 
this pail (pltff’s. Ex. No. 11) since 1931. 

Appellee’s four-pound pure lard carton was, roughly, four inches 
square and seven inches long; the orange and white stripes ran 
crosswise and preserved the same proportions in width as on its 
lard pail. The four medallions, one on each face, were slightly 
flattened but were otherwise virtually identical in color and legend 
with the one appearing on the pure lard pail. The long axis of 
these ovals were perpendicular to the striping as on appellee’s pails. 
The ends were likewise striped and bore a medallion, circular, but 


otherwise similar in appearance. 
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Appellant has, of course, no monopoly upon any particular size 
or shape of pails or cartons, or upon any special color, size or 
arrangement of stripes and labels, but to promote the sale of its 
products and to denote their origin it has used a collocation of these 
features as its trade-mark since 1922. Appellant’s appropriation 
and use of this combination was lawful, its customers long since 
have become well acquainted with it; appellant has reaped tre- 
mendous advantages from it, and we think appellee has too closely 
simulated this peculiar trade dress of appellant’s goods. See O. & 
W. Thum v. Dickinson, 245 Fed. 609, 619 (C. C. A. 6) [9 T.M. 
Rep. 89]. 

For its “open kettle rendered lard” appellee has adopted the 
same relative size and shape of pails used by appellant for the 
product bearing the same name. It has striped the pail vertically 
with blue and white just as did appellant, the only difference, a 
minor one, being in the smaller size of the blue stripes. Instead 
of appellant’s oval medallion (its trade-mark) appellee has placed 
in a similar location upon its pail, but crosswise instead of length- 
wise, the same size oval medallion with the same blue border. 

For its “pure lard’ appellee has used the same relative size 
and shape of pails adopted by appellant for its products of the 
same name and has striped the pails vertically as did appellant. 
True, it used stripes of white and orange instead of appellant’s red 
and yellow. The white stripe is very narrow but the orange is 
of the same width as the yellow used by appellant, and orange is in 
fact a reddish yellow. Appellee has here also used an oval medal- 
lion with a blue border similar to that used by appellant and has 
given it the same position on its pail except that the long axis is 
horizontal. 

Appellee’s cartons are of the same relative size and shape as 
those of appellant and it embellished them with the same white and 
orange striping found on its pure lard pails instead of appellant’s 
red and yellow stripes, but the stripes run crosswise entirely around 
the carton, just as in appellant’s carton. Appellee has positioned 
its oval medallion on all four faces of the carton just as appellant 
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did its trade-mark, except the axis of the label runs lengthwise 
instead of crosswise. 

Considering the evidence in the aggregate, we think appellee’s 
purpose was to simulate the appearance of appellant’s pails and 
carton as nearly as was lawfully possible. There was an abundance 
of other colors, designs and combinations, even in stripes, and forms 
of label, which appellee might have used without the possibility of 
confusion. As we have indicated, appellee did not exactly copy 
appellant’s design in any instance, but the differences were not suf- 
ficiently distinctive to prevent the probability of deception. There 
is no absolute guide to decision except the very general rule that 
every case must be determined upon its own facts and circumstances 
in the light of settled principles. Procter §& Gamble Co. v. Globe 
Ref. Co., 92 Fed. 357, 361 (C. C. A. 6). We think appellee went 
too far; that the dress of its containers, both pails and cartons, too 
closely resembled that adopted by appellant and was likely to 
deceive the eye of ordinary purchasers, neither cautious nor dis- 
criminating, and lead them to believe that they were buying appel- 
lant’s lard. This is unfair competition. McLean v. Fleming, 96 
U. S. 245, 251; Coats v. Merrick Thread Co., 149 U. S. 562, 566: 
Samson Cordage Works v. Puritan Cordage Mills, 211 Fed. 603, 610 
(C. C. A. 6) [4 T.-M. Rep. 225]; Chesebrough Mfg. Co. v. Old 
Gold Chem. Co., Inc., 70 Fed. (2d) 383, 384 (C. C. A. 6) [24 T.-M. 
Rep. 149]; Wisconsin Elec. Co. v. Dumore Co., 35 Fed. (2d) 555, 
558 (C. C. A. 6) [19 T.-M. Rep. 496]. There was little, if any 
evidence of actual deception but appellee’s evident purpose raises 
the presumption that there would be. My-T Fine Corp’n v. Samuels, 
69 Fed. (2d) 76 (C. C. A. 2) [24 T.-M. Rep. 141]. 

Appellee’s chief defense consisted in an effort to show that 
appellant had not acquired an exclusive right to use its striped pails 
and cartons because other companies had made use of such pails and 
cartons since 1922. This evidence wholly failed. There was no 
evidence that any other company except appellee had ever under- 
taken to simulate appellant’s peculiar combinations. 

The decree is reversed and a decree will be entered enjoining 


appellee from putting up, offering for sale, or selling lard in pails 
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similar to Exhibits 11 and 12, or in cartons which in appearance 
simulate in the particulars herein pointed out, the cartons of appel- 
lant; and for an accounting. 


INTERNATIONAL SILVER CoMPANY V. JoHN G. Myers Company, INc. 
United States District Court, Northern District of New York 


April 7, 1936 






Unram Competirion—Morton to Dismiss. 
On a motion to dismiss a bill of complaint every reasonable intent- 

ment in favor of the bill must be taken by the court. 
Unrair Competirion—“RocGers” oN SILVERWARE—COMPLIANCE WitH DECREE 


—Use or DisrincuisH1nc NoriceE—OB.LIGATION oF DEFENDANT AS 
SELLER. 


In a prior action, appellant had obtained a court decree requiring 
The Oneida Community Company, Ltd., to distinguish its silverware 
bearing the name “Rogers” from plaintiff’s silverware by certain qualify- 
ing terms, and to require its retailers to use the same distinguishing 
notices in reselling the goods. Held that the present defendant was 
not bound by the said decision, and because of this and other circum- 
stances present a preliminary injunction was denied, particularly in 
view of expectation of a speedy trial of the case. 

In equity. Action for alleged unfair competition in the use of 


a trade-name. On motion for preliminary injunction. Denied. 


Bartlett, Eyre, Scott §& Keel (Richard Eyre, Ralph L. Scott, of 

counsel), all of New York City, for complainant. 

Watson & Looby (Wallace H. Martin, of counsel), of New York 

City, for defendant. 

Cooper, N.: This matter comes before the court upon plain- 
tiff’s motion for a temporary injunction and upon defendant’s 
motion to dismiss the complaint. 

In logical sequence, the defendant’s motion should first be con- 
sidered. 

The suit is for permanent injunction to enjoin defendant from 
unfair competition in the sale of “Rogers” plated silverware. 

The plaintiff is the successor of the various original makers of 


Rogers plated silverware whose manufacture of Rogers ware made 
the name famous in the trade. 
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Plaintiff's predecessors were not the only makers of plated 
silverware bearing the name Rogers at the time plaintiff acquired 
the rights of its predecessors. 

The Oneida Community Company, Ltd., acquired more re- 
cently all the rights of the few manufacturers not acquired by 
plaintiff. 

Plaintiff sought in 1931 to restrain the Oneida Community Com- 
pany, Ltd., from selling any silverware bearing the name “Rogers,” 
but was held estopped by laches and otherwise from claiming the 
exclusive rights to manufacture and sell silverware bearing the name 
Rogers simpliciter, but were granted injunction against Oneida 
Community restraining it from selling its ware as “Rogers” ware 
without reasonably distinguishing it from plaintiff's original Rogers 
ware. 

The final decree provided that the Oneida Community was 
restrained from using the Rogers name and Rogers marks on its 
silverware except upon certain conditions, among which were that 
in all advertising and cartons and guarantees, Oneida’s own name as 
successor to William A. Rogers, Ltd., or of Simeon L. and George H. 
Rogers, or as manufacturer, shall appear on such advertising cartons 
and guarantees and in letters prominent in size and type as the 


name of such predecessor or the name “Rogers” shall be displayed 
only in conjunction with Oneida’s name. The decree also provided: 


Likewise sales to dealers or other parties disposing of such wares shall 
be accompanied by written notice in unmistakable terms that the wares 
shall not be and cannot legally be sold or represented as Rogers ware, 
except as Rogers ware manufactured by Oneida Community Limited. 

Plaintiff brings this suit claiming that defendant is selling 
Oneida’s goods merely as Rogers goods without any representation 
that the goods are manufactured by Oneida, thereby leading pur- 
chasers to believe by the use of the name Rogers, without connect- 
ing that name with Oneida Community, that the goods are plain- 
tiff’s Rogers goods. 

Defendant’s motion to dismiss the complaint is based chiefly upon 
these two grounds: 
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1. Plaintiff in bringing this suit violates the injunction in the Rogers 
case, enjoining it from stating that it is unfair competition to advertise or 
sell as Rogers ware, goods made by Oneida. 

2. The bill fails to state a cause of action. 

Defendant’s contention that plaintiff is violating the part of the 
decree in the Oneida case enjoining plaintiff from certain acts and, 
therefore, cannot maintain this suit, is not clear. 

It appeared in the Oneida case that plaintiff there had written 
various dealers stating that International was the sole and only 
concern whose wares could be advertised and sold as ““Rogers’’ and 
that it was unfair competition to advertise or sell ware marked 
with Oneida’s acquired trade-marks and bearing the name Rogers 
in connection with trade-marks and names which the court held 
Oneida had the right to use. 

The only injunction in the decree running against plaintiff here 
was contained in 7 and 7(a) enjoined International from so stating, 
but only in case this proviso was complied with, viz.: 


“. ... provided, however, the cartons or containers bearing the stamp 
or the name “Rogers” are marked with the name of the defendant 
(Oneida) as successor or manufacturer and written notices are given to 
dealers and others and plate bearing new trade-marks containing the name 
“Rogers” is inscribed in the way hereinbefore stated. 


The requirements with which the defendant (Oneida) was to 
comply in selling and in giving notice to dealers are specifically set 
forth elsewhere in the decree. 

Defendant cannot well contend that plaintiff in this suit seeks 
the aid of the court to do what the injunction in the Oneida case 
restrained the same corporation from doing, unless it mistakes the 
scope of the complaint. 

Plaintiff does not here claim that it is the sole and only con- 
cern making goods which may be sold as Rogers ware nor does it 
seek to restrain defendant here from selling Oneida’s ware as 
Oneida’s “Rogers” ware, but only seeks to restrain defendant from 
selling Oneida’s ware with the express or implied representation 
that it is Rogers ware manufactured and sold for generations by 
plaintiff or its predecessors. 

Surely this is not violating the injunction in the Oneida suit 
imposing certain restrictions upon plaintiff, but might more fairly 
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be characterized as compliance with that injunction. Plaintiff has 
attached to its bill of complaint a copy of the decree in the Oneida 
case definitely setting forth what it is restrained from doing and 
what Oneida must do if it is to sell its Rogers ware without unfair 
competition with plaintiff's Rogers ware. 

Indeed, on the argument it was contended that plaintiff’s bill 
of complaint failed to state a cause of action and should be dismissed 
because it did not allege that plaintiff had the exclusive right to 
the use of Rogers simpliciter on silverware. 

Defendant can hardly be upheld in taking two opposite and 
radically inconsistent positions. 

Defendant contends, on the one hand, that plaintiff is violating 
the injunction because it is alleging that it has exclusive rights 
and, on the other hand, that the complaint must be dismissed because 
it does not allege that plaintiff has exclusive rights. Both cannot 
be true. 

In fact neither position is well taken. Plaintiff does not claim 
exclusive rights and it is not necessary for it to do so, and it is not 
violating the injunction because it alleges merely the rights ad- 
judicated by the decree to belong to the plaintiff. 

If plaintiff is estopped by the Oneida decree from maintaining 
such a cause of action as is here alleged, and as defendant contends, 
it is difficult to see what action it can maintain or what use the 
decree in the Oneida case is. That decree, in defendant’s view, is 
not a help to plaintiff, but an insurmountable barrier rendering 
it worse than useless and nullifying whatever rights plaintiffs might 
otherwise have. 

It does not seem necessary to determine at present the effect 
of the Oneida decree upon either plaintiff's or defendant’s rights, 
although this discussion is upon the assumption that the plaintiff is 
bound. 


Defendant’s position must fall on this ground. In what has 


been said allegations only are considered, regardless of what may 
be the facts. 


Does the complaint state a cause of action? Some of the dis- 
cussion upon the first ground of defendant’s motion is pertinent 
here. 
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The complaint alleges that plaintiff and its predecessors have 
long manufactured “Rogers” silverware and that it had acquired 
an excellent reputation in the trade and “Rogers” ware was under- 
stood by a substantial majority of people to indicate silverware 
manufactured by plaintiff and its predecessors. 

Attached to the complaint is a copy of the decree in the Oneida 
case so holding and restraining Oneida from selling to dealers its 
Rogers silverware without the notice contained therein above re- 
ferred to. 

While not binding upon the defendant because not a party to 
this action, it becomes relevant to the instant case because it out- 
lines what notice Oneida must give to the dealers who sell Oneida’s 
silverware. 

Though defendant has its own rights and is not bound, this may 
have a bearing on the intent of the defendant if it sells Rogers ware 
without complying with Oneida’s notice which must be assumed 
to have been given in the absence of denial. 

Plaintiff further alleges that the manner in which defendant 
sells Oneida’s Rogers ware without compliance with Oneida’s notice, 
tends to mislead the public into believing that the Oneida ware is 
sold by the defendant is in fact the better known plaintiff's Rogers 
ware. True, it alleges this in general terms, but that does not fail 
to state a cause of action. 

Defendant has the remedy by a bill of particulars or bill of dis- 
covery to ascertain particulars if it desires. 

On a motion to dismiss a bill of complaint every reasonable in- 
tendment in favor of the bill must be taken by the court. 

Estoppel, laches, limitation and other like things are matters 
of defense to be pleaded and proved by the defendant unless the 
same appear from the face of the complaint. Otherwise, plaintiff 
would be ousted from court without his day to disprove such defenses. 

It must be held that the complaint states a cause of action and 
defendant’s motion must be denied. 

Has plaintiff shown such a state of things as to entitle it to a 
temporary injunction pending the trial of the action? 
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Here the burden of the plaintiff is considerable. It does not 
follow that because Oneida was enjoined, defendant must also be 
enjoined solely because it did not sell Oneida’s Rogers goods exactly 
as Oneida is compelled to sell them. 

The notice from Oneida is pertinent and persuasive but in no 
sense binding on the defendant here. If defendant believes it has 
rights other and different from Oneida, it may assert them when 
confronted with suit like this. 

Defendant asserts by affidavit of Dodge, who does not say that 
he is the head of the silverware department, but that he has been 
in the department for twenty-seven years, that it has sold silverware 
trade-marked Wm. A. Rogers during that time and that throughout 
that time defendant’s Wm. A. Rogers silverware has been advertised 
and sold just as “Rogers” silverware. Dodge further says: 

I don’t mean to say that it has always been sold just as “Rogers” because 
generally it has been sold as “Wm. A. Rogers” or under the full brand 
name. There has been no rule by which the full names were used or by 
which just the name “Rogers” was used. Sometimes it depended on the 
display cards used or the advertising space. If there was not room for a 
longer name, just the name “Rogers” was used. 

His affidavit refers to a display card showing the use of the “full 
brand name.” This card reads as follows: 


Myers Y% Price Sales 
Wm. A. Rogers Triple plated Silver 
50 Piece Chest 
Regularly $59.65. Now $29.82 (in larger figures) 

Mr. Dodge further says that he has checked newspaper adver- 
tisements of “Rogers” goods purchased from Oneida and found in 
sixteen advertisements the full brand names were used and in two 
instances the goods were referred to as “Rogers” ware. He says 
these advertisements are typical of the advertisements used for many 
years. He further stated that the defendant handled “Simeon L. 
and George H. Rogers Company” ware for many years and these 
brands have been advertised and sold in substantially the same way 
as the “Wm. H. Rogers” brand. 

He further says that the above mentioned sets of silverware 
were in some instances removed by us from the original containers 
in which they were received from the manufacturers and placed in 
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chests for display purposes; that if a customer desired to have 
a particular set which was displayed in the chest, it was and is the 
practice of the store to permit her to take that particular set, but 
in a majority of instances the customer looks at the set on display 
and is delivered a set in the original container received from the 
factory, together with any empty chest. Apparently the chest con- 
tains the names of no manufacturers or brands. The chests were 
purchased from the Oneida Company and delivered separately 
from the silverware. He further said that the defendant displayed 
in these chests both “Simeon L. and George H. Rogers’ and 
“Wm. A. Rogers’’ silverware; that he would feel free to display 
any other brand including plaintiff's, but does not say that any such 
were ever so displayed. 





























He further says that it is not “our” practice to make a prominent 
display of manufacturers’ names. 

He also says that the good reputation which “Rogers” bears 
among defendants’ customers is due in large degree to the satis- 
factory service which such customers have secured from Wm. A. 
Rogers Company silverware throughout this long period of years. 

He also says that defendant has purchased and sold a few fifty- 
set pieces of plaintiff's “Anchor Rogers Anchor” silverware and at 
the same time defendant had a set of “William A. Rogers Silver- 


ware’ and since the latter sold for $5.00 less it was a “very popular 


” 


set. 

Miss Townsend, plaintiff’s agent, shows in her affidavit: that 
on the morning of December 3, 1935, she had been informed of an 
advertisement by defendant which appeared in the Albany Times- 
Union of November 18, 1935, headed thus: 


REGULAR $25.50 SET OF 
ROGERS SILVER PLATE 
$12.75 


That she went to the defendant’s store on the afternoon of that 





day and found on the main floor a table of silverware of various 
makes. Among the sets displayed was one in a wooden box (chest) 


having a red cover with white sides: 
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The box was open to show the silver, and standing in it was a sign 
reading “Rogers Silver Plate Service for eight, $12.75.” There was no 
guarantee in the box, and it did not carry any label or imprint showing the 
maker or origin of the goods. I picked up one of the pieces and observed 
that it was backstamped “Simeon L. and George H. Rogers, A. I. Oneida 
Limited.” 

Next to the aforesaid box was a similar white box with a red top, also 
open and with a sign reading “Rogers Silver Plate Fifty Piece Set.” This 
box had nothing thereon to show the maker of the goods, and it did not 
contain any guarantee slip. I examined one of the pieces of silver and 
found it was backstamped “Wm. A. Rogers, A-1.” 

Next was a tan box, also open, and having a sign therein reading 
“Rogers Inspiration Pattern $34.95.” This box contained a printed guaran- 
tee slip, giving the name of the maker “Wm. Rogers Mfg. Co., International 
Silver Company, Successor.” The silverware in this box was backstamped 
with plaintiff's “(Anchor) Rogers (Anchor)” mark. 

While looking at these sets, a salesgirl approached me and I inquired 
whether the $12.75 set was the same “Rogers Silver” recently advertised 
as regularly $25.50 and for sale at half-price? She replied that it was and 
added that “It is ‘Rogers’ plate and a very good buy.” 

I then asked whether there was a guarantee with the set, and she replied 
that there was. I told her I would take the set but that I wanted the guar- 
antee with it. I then saw this salesgirl look for a guarantee in several 
boxes which she produced from behind her counter there on the main 
floor. She could not find one, and so left me, saying she would go upstairs 
and get one. She was gone about ten minutes. While I was waiting for 
her to come back another salesgirl assured me that the guarantee was not 
necessary as the Myers Company stood back of all their silver. When the 
first salesgirl came back she had a guarantee and put it in the box. I 
then paid $12.75 for the set, and the goods were wrapped and handed to 


me together with a sales slip. 

This was not denied by Dodge, nor by Miss Grace Badgeley or 
Miss Elsie Gates, the other two employes in the silverware depart- 
ment of defendant, except that Dodge says the set purchased by 
Miss Townsend must have been stamped “Wm. A. Rogers—Triple— 
Oneida, Ltd.” since the defendant had no “Wm. A. Rogers A-1.” 

Miss Gates who identifies the sales slip as hers, says that if the 
chest purchased by Miss Townsend did not have a guarantee slip it 
must in some way have been mislaid; that December 3 was a very 
busy season. 

It is a reasonably clear inference that defendant sells little 
of plaintiff's silverware and more of Oneida’s; that when people 
asked for Rogers they were usually given Oneida ware unless they 
asked for a specific brand of plaintiff’s ware; that Oneida’s ware 


is at least sometimes advertised as “Rogers” ware without more 
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words; that the Rogers ware displayed in the chest had no indica- 
tion of the manufacturer; that the purchaser usually first knows 
the name of the maker and the brand when she receives the silver in 
the container, which is usually or at least sometimes, after she has 
made the purchase, paid her money and left the store. 

Is not the effect of this to represent Oneida’s ware as “Rogers” 
ware, as if it were the well-known “Rogers” ware of generations 
made by the plaintiff and its predecessors? May defendants do 
this? Its chief defense is that it has done it so long that plaintiff 
is guilty of laches and estoppel and cannot enjoin defendant from 
continuing. It assumes that its long continued practice has made 
its customers understand that “Rogers” means the ware of Oneida 
and its predecessors and has given defendant rights which plaintiff 
cannot now take away or impair. 

Defendant relies upon cases nearly all of which were cited by the 
District Court and the C. C. C. A. in International Silver Company 
v. Oneida. (See 73 Fed. [2nd] 73.) [24 T.-M. Rep. 279.] 

These cases are Rogers v. Wm. Rogers Mfg. Co., 70 Fed. 1019 
(C. C. A. 2); Wm. Rogers Mfg. Company v. Rogers, 84 Fed. 639 
(E. D. N. Y.), affirmed 95 Fed. 112; Wm. A. Rogers v. Int. Silver 
Co., 30 App. D. C. 97; Wm. A. Rogers v. Int. Silver Co., 34 App. 
D. C. 410; Wm. A. Rogers v. Rogers Silverware Red. Bureau (247 
Fed. 178 [8 T.-M. Rep. 114]. 

These cases did not decide that any one could sell his goods 
merely as “Rogers’’ goods. 

In Rogers v. Wm. Rogers Mfg. Co., 70 Fed. 1019, supra, the 
court merely refused to enjoin Wm. A. Rogers from selling his cheap 
goods under his own name and brand. The court said: 























There are some indicia of an unworthy purpose to gain advantage from 
a name well-known to the purchasers of silver plated ware, but the affidavits 
do not contain sufficient facts to justify the conclusion that Rogers was 
using his name unfairly and dishonestly in the business in which he was 
entitled to use it. 


The court reserved a temporary injunction granted by the lower 
court. It should be clear that there was not a sufficient proof that 


he was representing his goods as “Rogers” goods simpliciter. 
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This case refers to R. W. Rogers Company v. Wm. Rogers Mfg. 
Company, 70 Fed. 1017, in which the C. C. A. affirmed a temporary 
injunction restraining defendant from selling silverware with the 
letter “R” and nothing more on the backstamp. 

Wm. Rogers Mfg. Company v. Rogers, 84 Fed. 689, was another 
case between the same parties as in 70 Fed. 1017 and the same 
conclusion was reached. 

Wm. A. Rogers, Ltd. v. Rogers Silverware Redemption Bureau, 
247 Fed. 178, supra, involved a contract by which plaintiff for itself 
allowed defendant to use the word “Rogers” in its corporate name, 
the continuance of which plaintiff sought to restrain for alleged 
violation of contract. 

The question here presented was not before the court. 

The other cases afford no support to defendant’s contention 
that it can sell Oneida’s silverware merely as “Rogers” silverware, 
without more. 

These cases do not, of course, hold that plaintiff has the exclu- 
sive right to “Rogers” simpliciter on plated silverware, but plain- 
tiff’s right to relief here does not require it to establish that proposi- 
tion. 

These cases were discussed both in this court and in the C. C. A. 
in International Silver Company v. Oneida, 68 Fed. (2nd) 69, 78 [24 
T.-M. Rep. 479]. 

The case here is more like International Silver Company v. 
Simeon L. and George H. Rogers Company, 110 Fed. 955, where an 
injunction pendente lite was granted restraining the defendant, 
a predecessor of Oneida from using on its silverware “Rogers” or 
“Rogers Bros.” as simulating the plaintiff’s goods, but did not 
enjoin the use of the corporate name. 

Defendant asserts that it is not charged with a single act which 
constitutes unfair competition; that all the acts complained of have 
been held lawful by this Court and the Circuit Court of Appeals; that 


under the rule of stare decisis plaintiff cannot again complain of 
such acts and has no cause of action. 


Defendant misinterprets International Silver Company v. 
Oneida, both in this Court and in the C. C. A. 
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While the court held that plaintiff was not entitled to the exclu- 
sive use of the word “Rogers” the defendant Oneida certainly was 
not permitted to use “Rogers” simpliciter at all, but only as a part 
of the name “Wm. A. Rogers, Ltd.” and “Simeon L. and George H. 
Rogers Company,” and only then if accompanied by words clearly 
indicating in letters as large as the Rogers corporate name that 
Oneida Community Company, Ltd., was successor of those Rogers 
companies as manufacturer. 

Oneida showed a long sufferance by International of the manu- 
facture of silverware by Oneida’s two predecessors and a large 
investment by them and by Oneida in reliance upon such long con- 
tinued manufacture by its predecessors. It was chiefly by reason 
thereof that International was held not entitled to exclusive use of 
“Rogers” simpliciter. 

Defendant cannot well assert that as a defense here, for it has 
and can have no such defense. If it should attempt to assert 
Oneida’s defense as distinguished from its own, would it not take 
also the burdens imposed upon Oneida by that decree. 

Defendant says he is not bound by that decision because not a 
party. That is assumed to be so, but it has been duly notified of 
the conditions under which Oneida can make and sell its silverware 
bearing the name “Rogers” in the name of the maker. 

Defendant also misinterprets the charge here. It is not that 
it sells “William A. Rogers Goods” as “Wm. A. Rogers Goods” or 
that it does likewise with Simeon L. and George H. Rogers goods 
but that it sells such goods as “Rogers” goods simpliciter, under- 
stood by the public to mean plaintiff's goods, and refrains from 
selling them as “Wm. A. Rogers” and “Simeon L. and George H. 
Rogers goods.”’ 

Defendant insists that while the doctrine of stare decisis applies 
to plaintiff it does not apply to defendant because defendant is not 
charged with the same acts of unfair competition as was the de- 
fendant in the Oneida case. It may not be necessary to decide that 
question at present, though it may be said the acts of unfair com- 
petition with which defendant is charged are similar to those charged 
against Oneida. 
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At any rate the decree in the Oneida case is persuasive that 
neither Oneida nor any one purchasing from Oneida has the right 
to sell Oneida’s “Rogers” goods as merely “Rogers” goods with- 
out more. This the defendant seems by the affidavits to have done. 

Defendant’s defense, if it has one, must consist in its long prac- 
tice in selling silverware of Oneida and its predecessors. Defend- 
ant asserts in substance the right to continue to do what it says 
it has done for many years, perhaps as many as twenty-seven. 

It asserts that this was done to the knowledge of plaintiff at 
least since 1931, for in the trial of the Oneida case plaintiff offered 
proof of such acts by this defendant. 

Defendant contends that plaintiff’s failure to bring suit until 
1936 is of itself such laches that plaintiff is now estopped from 


the relief it now seeks, and especially by temporary injunction with 


its alleged publicity and damage to defendant’s reputation. 

It cites various cases relative to caution in granting temporary 
injunctions, among them Publishing Company v. Showman’s Round 
Table, 7 Fed. Supp. 410. 

Though plaintiff's action against Oneida was brought in 1931, 
final decree was not entered until 1935 after Oneida had exhausted 
all its rights to appeal. 

It does not appear how long a time has elapsed since Oneida 
began to notify this defendant of the limitation upon its sale of its 
goods containing the name “Rogers.” 

It may not have been until some time after the entry of the 
final decree in the Oneida case. 

It appears that plaintiff only occasionally advertises the Oneida 
goods as “Rogers” goods without more, though its sales of such 
goods as “Rogers” goods without more, were probably more fre- 
quent. 

Under all the circumstances here existing, the Court will decline 
to grant the temporary injunction, though inclining to the belief 
that plaintiff may ultimately succeed. This is done in the expecta- 
tion that the case may be speedily tried and that defendant will 
refrain voluntarily from advertising or selling the Oneida goods as 
“Rogers” silverware without more, until the trial, with leave to 
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plaintiff to apply anew for a temporary injunction if the case is 
not speedily tried or if defendant assumes to sell the Oneida goods 
as “Rogers” goods without more. 


Upon such application the same and additional papers may be 
used. 


Defendant may have ten days to answer the complaint, to com- 
mence on the day of the service of a copy of the order denying 


defendant’s motion to dismiss the complaint and notice of the entry 
thereof. 


Warner Pusuications, Inc. v. Poputar Pusuications, Inc. 
United States District Court, Southern District of New York 
April 24, 1936 


Trave-Marks—Macazine Tirtes—“Rancu Romances” anp “RANGELAND 
Romances”—ConF.icT1Inc Marks. 

The words “Ranch Romances,” used by plaintiff since the year 1924, 
held to have acquired a secondary meaning as indicating plaintiffs pub- 
lication exclusively. The words “Rangeland Romances” used by de- 
fendant on a similar publication, held infringement and their use was, 
accordingly, enjoined. 

Trape-Marks—INFRINGEMENT—ErFrect OF Piarntirr’s DeLay on TERMS OF 
INJUNCTION. 

In the case at issue, where plaintiff delayed seven months before filing 
motion, during which period defendant had, at great expense, issued 
several numbers of its magazine and planned for the July issue, held 
that the changes to be made in the title of defendant’s magazine need not 
become effective until the July issue thereof. 

Trapve-Marks—INFRINGEMENT—SvuIts—Form or INJUNCTION. 

In the case at issue, the motion was denied on condition that the 

defendant adopt some substitute for the words “Rangeland Romances,” 


and avoid, in printing the letter “r” in said title, any simulation to the 
capital letter “R” used in plaintiff’s title. 


In equity. Action for unfair competition and trade-mark in- 
fringement. Conditional injunction granted. 


Schultz Brothers (Henry Edward Schultz, of counsel), of New 
York City, for plaintiff. 

Saviger, King & Chalmers, of New York City, for defendant. 

Hutsert, D. J.: Plaintiff applies for a temporary injunction 


restraining the defendant, during the pendency of this action, from 
publishing and distributing a magazine entitled Rangeland Romance 
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in imitation of plaintiff's magazine bearing the registered trade- 
mark title Ranch Romances. 

Plaintiff's magazine Ranch Romances has been published since 
November 15, 1924. Application for registration of the trade-mark 
was filed on December 31, 1925, and certificate No. 214280 of regis- 
tration of trade-mark was issued on June 15, 1926. 

It is also contended by the plaintiff that, by virtue of the long 
and continued use of the words Ranch Romances as a title, they 
have acquired a secondary meaning in association with the pub- 
lishers. 

Defendant was organized under the laws of the State of New 
York, and is engaged in publishing some twenty pulp magazines, 
one of which bears the title “Rangeland Romances.” Publication 
thereof commenced with the June, 1935, issue, claimed by the de- 
fendant to have been made up and put on the news stands in April 
1935. 

This action was commenced August 1, 1935, but this motion 
was not made until March 11, 1936. The reason assigned therefor 
is that, at about the time the suit was commenced, the plaintiff 
learned of the publication of a magazine under the title “Romance 
Range” and brought an action in the Supreme Court of New York 
County against Street and Smith, the publishers thereof. Street 
and Smith were clients of the attorneys for the plaintiff in this 


action and as a matter of legal ethics, they declined to appear in said 


suit for either party. A motion was made in that action for injunc- 
tion pendente lite and denied. But, under the practice which obtains 
in the State Court, in denying that motion the court granted a pref- 
erence and set the case down for immediate trial; thereupon a com- 
promise was effected whereby the defendant agreed, plaintiff con- 
senting, to use the words “Romantic Range” and the plaintiff there- 
upon brought on this motion. 


In the action in the State Court, the secretary of this plaintiff 
(and the editor of this magazine) made an affidavit stating that: 


The plaintiff does not seek the exclusive use of these two letters “R. R.” 
in the magazine field,” 
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but in her affidavit, attached to the moving papers in this action, 
she states: 

Use of the symbol “R. R.” to designate the magazine has been con- 
tinuously made both by the publishers and the readers. The publishers 
have uniformly, for many years, solicited memberships in a club known as 
“The Trails End Club” which has issued to its members pins and bracelets 
bearing the insignia “R. R.” Many readers in writing to the magazine 
refer to the publication “Ranch Romances” as “R. R.” or “Double R.” 

The defendant attacks the validity of the certificate of regis- 
tration and contends, moreover, that the failure to make this motion 
for seven months after the commencement of this action has lulled 
the defendant into the expenditure of a great deal of money. The 
April issue of the defendant’s magazine is now on the news stands. 
The May and June issues are now in process of manufacture and 
the July issue will also be “in work” within the next few days. 

If it were not for the factors above mentioned, I should have 
unhesitatingly sustained the validity of the plaintiff’s trade-mark. 
Vogue Co. v. Brentano’s, 261 Fed. 420 [9 T.-M. Rep. 498]; New 
Metropolitan Fiction, Inc. v. Dell Publishing Co., 19 Fed. (2nd) 
718 [17 T.-M. Rep. 235]; and too, because the use of the words 
“Ranch Romances’ has acquired a secondary meaning. 

In another case against this defendant in the New York Supreme 
Court, Mr. Justice Collins said: 

There are so many available names that it should be unnecessary for 
one publisher to adopt a name already appropriated by another and be- 
lieved by the public to have been appropriated by that other. The dic- 
tionary contains enough names for all. Standard Magazines, Inc., et al. v. 
Popular Publications, Inc., et al., 279 N. Y. Supp. 298 [25 T.-M. Rep. 391]. 

Defendant states that the plaintiff's magazine is characteristic 
of modern West life, while defendant’s publication emphasizes 
the pioneer days of the West. 

It would seem to the Court that it should be possible for coun- 
sel to agree upon a modified title, but if not, in view of the fact 
that the plaintiff has consented to the use of the name of “Romantic 
Range,” this motion will be denied upon condition that the defend- 
ant adopt some substitute or use the words “Romantic Stories of 
the Rangeland” with the elimination of the peculiar features in 
the appearance of the letter ““R” embodied in the title of defend- 
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ant’s magazine to avoid any simulation to the capital letter “R” 
as used in the title of “Ranch Romances” by the plaintiff. 

If these conditions are accepted by defendant in view of the 
existing circumstances, the changes to be made need not become 
effective until the July issue of the defendant’s magazine; other- 
wise motion will be granted. Settle order on one week’s notice if 
counsel cannot agree as to form. 


Bos Fietcuer et Av. v. THe AssociaTep Darries oF WICHITA 


Kansas Supreme Court 
April 11, 1936 


Trape-Marxks—Unrair Competition—Srate Starures—V ALIviry. 

The statutes of the State of Kansas (R. S. 81-103 and R. S. 1933 
Supp. 65-706) making it unlawful to refill containers bearing a trade- 
mark registered under state statutes, held valid, as being pursuant to 
the police power of the state. 

Trape-Marxks—Marxks on Mitk Borrites—Unavruorizep Use. 

The unauthorized use by defendants of milk bottles bearing appel- 
lant’s trade-marks, and the refilling thereof held a violation of the 
statute and was enjoined. 


In equity. Action to enjoin the unauthorized use of trade- 
marked milk bottles. From a decision in favor of plaintiff, defend- 
ants appeal. Affirmed. 


Burcu, C. J.: The action was one to enjoin unauthorized use 
of trade-marked milk bottles. Plaintiff prevailed, and defendants 
appeal. 

The milk industry in the city of Wichita is conducted by three 
groups: Those who pasteurize and distribute milk, an association 
of natural milk producers and distributors, called the Wichita 
Natural Milk Producers Association, and a group which may be 
called independent producers and distributors. 

Each member of the pasteurizing group registered a trade-mark 
blown in the bottle for his own use, and the natural milk producers’ 
association registered a trade-mark blown in the bottle for use by 
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its members. This was done pursuant to the trade-mark law of this 
state, R. S. 81-101 and following sections, and it may be noted here, 
use of trade-mark bottles increased the business of the pasteurizers 
and natural milk producers 5 percent. 

The first section of the trade-mark law, R. S. 81-101, provides 
that the owner of any kind of container or receptacle, including 
bottles, may register his name, brand, design, trade-mark, device 
or other mark of ownership, stamped, impressed, or affixed as a 
label, on the container, or blown in the bottle, with the secretary 
of state. 

The material portion of R. S, 81-102 reads: 


It shall be unlawful for any person or persons or corporation, or, any 
of the agents of such person or persons or corporation, without the written 
consent of the owner thereof, to willfully use or fill with any similar sub- 
stance as the same originally contained any of the receptacles enumerated 
in section 1 of this act, bearing a trade-mark so registered as aforesaid, 
with intent to sell, barter or exchange the same as genuine. or to change, 
shift, intermix, dilute or adulterate the original contents of any such recep- 
tacle, with intent to sell, barter, exchange the same as if it were genuine 


and original... . 

R. S. 81-103 provides a penalty for violation of the trade-mark 
law. R.S. 81-104 provides for action for injunction against using, 
handling, or trafficking in trade-mark containers by persons other 
than the owner, and for action for damages resulting from pro- 
hibited uses. 

R. S. 1933 Supp. 65-706, which is a part of the statute concern- 
ing production and distribution of milk, cream, and dairy products, 
makes it unlawful for any person other than the rightful owner to 
use any milk can, milk bottle, or other receptacle, marked with the 
brand or trade-mark of the owner, except with written consent of 
the owner. 

Assume that there is but one milkman for a city. He makes 
a delivery of milk to customers, large and small, this morning. 


He does not merely deliver a quantity of milk at a price per pint or 


quart. He delivers the milk in a bottle which costs some money. The 
bottle belongs to him. Tomorrow morning he will deliver milk 


again, and will pick up empty bottles, which he expects to receive 
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and which the customer is expected to return. He may not, however, 
get back all the bottles left this morning. Bottles accumulate in 
homes and numerous other places where milk is used. Some are 
lost, some stray, some are stolen, and some are broken. It requires 
seven or eight bottles for one to saturate the milk trade. Therefore, 
in order to insure against loss of bottles, the customer makes a 
deposit for the number of bottles he uses. When a bottle is re- 
turned, the deposit is returned in money or credit. 

Assume there are two milkmen for a city. Each one does busi- 
ness with his customers in the manner described. A grocer takes 
milk from both, and does business with his customers as if he were 
a milkman. The milkmen use standard bottles. Each one picks 
up bottles of the other, and identity of the owner of a particular 
bottle is not traceable. Neither milkman nor grocer considers he is 
in the business, first on one side of the transaction and then on the 
other, of making daily sales and purchases of milk bottles, and they 
are not so engaged. They are dealing with an incident of conduct 
of the milk business, and the same is true of the relation of the grocer 
to his customers. In sporadic cases, milk and bottle are sold for 
a lump price. 

When several kinds of trade-marked bottles came into use, 
special arrangements became necessary to facilitate the handling of 
the milk trade and, it may be said here, the pasteurizers and the 
members of the natural milk association, using marked bottles, de- 
liver 94 percent of the milk sold in Wichita. The owner of one kind 
of trade-marked bottle could not, and of course would not, use the 
trade-marked bottle of another owner. When a delivery of milk was 
made, bottles were picked up indifferently and a bottle exchange 
was established, a sort of bottle clearing-house, where each owner 
could receive his own trade-marked bottles in exchange for other 
trade-marked bottles. The exchange was paid one-half cents per 
bottle for the service. 

Trouble arose when the independents, using plain bottles only, 
or bottles bearing an unregistered mark, picked up trade-marked 


bottles and used them in delivering their own milk. One defendant 
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sold 100 bottles of milk daily. She owned only 175 to 200 bottles, 
and could not normally, with her own stock of bottles, supply her 
customers two days in succession. Another defendant was a large 
dealer who lacked several thousand bottles of having enough to 
supply his trade. The result was, the independents conducted their 
business by a method described by the court in the case of People 
v. Ryan, 243 N. Y. S. 644, 280 App. Div. 252, as bootlegging milk 
bottles to save the expense of purchasing an adequate supply of 
their own. Beside that, every time one delivered his own raw milk 
in a pasteurizer’s trade-marked bottle, he was plainly guilty of 
deception; and every time he delivered his own milk in any trade- 
marked bottle he violated a property right of the owner of the bottle. 

When use of trade-marked bottles was adopted by the owners 
they notified the trade generally, by advertisement, and notified milk 
dealers by letter, that title to trade-marked bottles would no longer 
be in the possessor, but would remain in the owner. This was an 
innovation, disturbing to an old custom, something which it is always 
difficult to educate people to understand that a marked bottle be- 
longed to the owner, whoever had possession of it. Independent 
milk dealers resisted the new plan, and it was necessary to proceed 
in a practical way, in order to effectuate the change. 

When use of trade-marked bottles was inaugurated, the exchange 
operated for a time without charge. All kinds of bottles were 
accepted indiscriminately. A large number of plain bottles ac- 
cumulated, which were sold to a dealer in Wichita, who conducts a 
wholesale bottle business throughout a large territory. He dis- 
posed of the plain bottles by filling orders from outside the city in 
the usual course of business. The proof was, this was not done 
to create any plain-bottle shortage in the city, as some independents 
charged. After the first week, few plain bottles came in, the num- 
ber at the time of trial being about a gross per week. The total 
delivery in Wichita is about 26,000 bottles of milk daily. 

Some plain bottles do come into the exchange, brought there by 
owners and users of trade-marked bottles who pick them up. A 
pasteurizer leaves at a grocery store a case of twelve marked bottles 
of milk. He picks up twelve of his own bottles if he can. If there 
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are not twelve of his own bottles available he picks up other trade- 
marked bottles. If there are not twelve marked bottles available 
he will fill out the number with plain bottles. The testimony was, 
he is obliged to do this or lose a customer, but he does not do this 
to relinquish title and permit his bottles to be commingled with the 
common property of the community. On some occasions when there 
was a temporary bottle shortage, owners and users of marked bottles 
have delivered milk in plain bottles they had picked up, but this 
was not typical of their conduct of the milk business. 

These departures from normal practice are magnified by de- 
fendants, who contend the owners and users of marked bottles are 
doing just as they previously did, a bottle is still just a bottle, and 
the owners of the marked bottles parted with title to the possessors. 
One fact which alone refuted this contention was that the deposit 
to secure the return of marked bottles was fixed at three cents per 
bottle. The bottles cost, at wholesale, more than six cents apiece, 
and it is idle to contend they are being sold daily for less than half 
price. 

The question of fact, whether in the face of difficulties in work- 
ing under an untried law, plaintiff forfeited benefit of the law, is 
the turning point in the case. No special findings were requested 
or were made. The court found generally in favor of plaintiff. 
The general finding was contrary to the contention of defendants. 
As this court remarked once before, it does not retry cases on the 
facts. It looks for evidence to sustain the findings of the district 
court, and in this instance the general finding was abundantly 
justified. 

With the wisdom of permitting owners to trade-mark their milk 
bottles, the courts have nothing to do. The purpose of the statutes 
which have been referred to is four-fold. To protect the public 
health in respect to a necessary article of food in universal use; 
to prevent deception in the sale of milk; to secure to the owner 
his property interest in his containers, and to secure to the owner 
all benefits which may accrue to him from publicity of his brand 
of milk. The statutes are valid as enactments pursuant to the 


police power of the state. The independent milkmen and dealers 
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in milk are charged with knowledge of the law. The brand on the 
bottle is prima facie evidence of ownership. The burden rests 
on a user other than the owner to show written consent of the owner 
to the use. Without that consent the use is forbidden. That the 
statute cuts across old habits and customs, and makes radical 
change in conduct of the business of supplying milk to a community, 
is not important. That some consequent advantages are enjoyed 
and some consequent disadvantages are suffered are natural results 
of operation of the law. The laws were enacted in the interest of 
the general welfare, and small minorities, whose interests were pre- 
sumably considered when the laws were framed, must respect them 
and conform to them. If, when balanced against general good, too 
great individual harm results, the remedy is by appeal to the legis- 
lature. 

Defendants contend that injunction to prevent unauthorized 
use of marked bottles will create a monopoly of the milk business, 
to destruction of defendant’s business. There are several answers. 
One is, the contention is not sound. Another is, if defendants 
cannot do business in competition with business conducted with 
marked bottles they suffer no injury in a legal sense. The trade- 
mark law was enacted ten years after the law in restraint of trade 
was enacted, and the all-important dairy products law, which is 
purely a public health law, containing the provision forbidding 
use of trade-marked bottles without consent of the owner, was 
enacted thirty years after the law in restraint of trade was enacted. 

Defendants’ chief witness testified he had tried to exchange 
marked bottles for plain bottles at the exchange, had been re- 
fused, and he had not tried again, believing it would be of no use. 
The same witness said, “They haven’t got enough plain bottles to 
exchange.” The manager of the exchange testified they did not 
have plain bottles at the exchange to exchange for marked bottles. 

Some cases are cited. It is not necessary to review them. None 
of them involves closely related statutes, nor closely related facts. 
One case cited by plaintiff is quite similar to this one, and injunction 
was granted. (Denver Exchange v. McKinzie, 87 Colo. 879, 287 


Pac. 868.) No public-health statute intervening to prevent un- 
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authorized use of trade-marked bottles was involved. The decision 
does make it unnecessary to discuss a contention made here that 
plaintiff lacked capacity to sue. 

The judgment of the district court is affirmed. 


CHRYSLER CoRPORATION V. RoLLAND S. Trott 


United States Court of Customs and Patent Appeals 


May 4, 1936 


Opposition No. 12,121 


Trape-Marxks—Opposition—A prpEAL—PankTIEs. 

Inasmuch as the opposer did not appeal from the decision of the 
Examiner dismissing his notice of opposition, held that opposer was not 
a proper party to appeal to the court on the question of the descrip- 
tiveness of appellant’s mark. 

Trape-Marxs—Opposirion—RicGut or Orposer To Fire Brier 1x Ex Parte 
PROCEEDINGS. 

Although opposer’s brief might well be stricken from the files of the 
court, filing of the said brief as to the descriptiveness of the said mark 
was allowed. 

Trapve-M arxs—Opposirion—“FLoatinc Power” ror Encine Mountincs— 
Non-Descriptive TERM. 

The words “Floating Power,” used as a trade-mark for engine 

mountings, held non-descriptive. 
Trapve-Marks—ABANDON MENT. 

The fact that appellant, after having adopted and used the nota- 

tion “Floating Power” as a trade-mark for engine mountings failed to 


use said mark thereon during the period of one year, held not abandon- 
ment. 


On appeal from a decision of the Commissioner of Patents 


affirming the Examiner of Trade-Mark Interferences dismissing a 


notice of opposition. Reversed. For the Commissioner’s decision 
see 24 T.-M. Rep. 465. 


Charles M. Thomas, Francis D. Thomas, Melville Church, and 
J. King Harness, all of Washington, D. C., and J. King 
Harness, of Detroit, Mich., for appellant. 

Vernon E. Hodges, of Washington, D. C., for appellee. 
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Hatrietp, J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming the decision of the Examiner of 
Trade-Mark Interferences dismissing the notice of opposition of 
Rolland S. Trott, and holding that appellant was not entitled to 
the registration of the words “Floating Power” as a trade-mark, 
for use on engine mountings, on the ground that the alleged 
trade-mark was merely descriptive of the goods on which it was 
used. 

In its application, appellant alleged that it had continuously 
used its trade-mark on engine mountings since June 3, 1931. 

In the notice of opposition, opposer alleged that he had used 
the notation “Floating Engine” as a trade-mark “in connection 
with both the installation and sale” of engine mountings, long prior 
to June 3, 1931, the date of alleged first use by applicant of its 
trade-mark; that his engine mountings were so designated and 
known during that period of time; that the goods of the parties 
possess the same descriptive properties; that, prior to its first use 
of its trade-mark, applicant was aware of opposer’s use of the 
notation “Floating Engine” on opposer’s engine mountings; that 
opposer has continuously used the notation “Floating Engine... . 
as a trade-mark since a date prior to the alleged use of applicant’s 
trade-mark, which is June 3, 1931”; that the marks are confusingly 
similar; that their concurrent use by the parties would be likely to 
cause confusion of origin and ownership of the goods to which they 
were applied; and that opposer would be damaged by the registra- 
tion to appellant of its trade-mark. (Italics ours.) 

Opposer further alleged in his notice of opposition that “At- 
tached to this petition are photographs showing how opposer’s 
trade-mark ‘Floating Engine’ has been, and is, used on automotive 
engine mountings.” 

In its answer to the notice of opposition, appellant stated that, 
to its knowledge, opposer had never used the trade-mark “Floating 
Engine” on engine mountings. Appellant denied that the photo- 
graphs attached to the notice of opposition actually disclosed any 
use by the opposer of the term “Floating Engine” as a trade-mark 
on engine mountings, prior to appellant’s first use of its trade- 
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mark, and alleged that the opposer would not be damaged by the 
registration of appellant’s mark. 

The record discloses but one photograph, dated March 31, 1932, 
attached to opposer’s notice of opposition. 

It appears from the testimony of the opposer, Rolland S. Trott, 
that the notation “Floating Engine’ had never been applied to 
his engine mountings, or parts thereof, prior to March 31, 1932, 
although he had used the term in connection with such mountings 
in “conversation, in promotion of the business, [and] in sale argu- 
ments and talks” prior to 1929, ‘“‘and in letters written to . 


automobile concerns” as early as sometime in the summer of 1929. 

In his decision, the Examiner of Trade-Mark Interferences 
stated that the notice of opposition raised only the question of the 
confusing similarity of the marks; that it was clear from the record 
that the opposer had not used its alleged trade-mark “Floating 
Engine” as such prior to the first use by appellant of its trade- 


mark; that, therefore, the opposer was not in a position to oppose 


the registration and, accordingly, dismissed the notice of opposition. 

However, the Examiner considered the application ex parte, 
and held that the words “Floating Power,’ when used on engine 
mountings, were merely descriptive of the character or quality of 
the goods on which they were used; that appellant was not 
entitled to the exclusive use of its alleged trade-mark; and that, 
therefore, it was not entitled to register the same under the provi- 
sions of the Trade-Mark Act of February 20, 1905, as amended. 

Appellant appealed from the decision of the Examiner of Trade- 
Mark Interferences to the Commissioner of Patents. 

The opposer did not appeal. 

When the cause was submitted to the Commissioner of Patents, 
appellant questioned the right of the opposer and his counsel to 
appear and be heard on the issues presented by appellant’s appeal, 
and further moved to “strike the brief” of counsel for the opposer. 

Although conceding the proceeding to be ez parte, the Commis- 
sioner, nevertheless, held that, due to the fact that counsel for ap- 
pellant had made certain stipulations with counsel for the opposer 
relative to the filing of briefs and the postponement of the hearing, 








4 





334 TWENTY-SIX TRADE-MARK REPORTER 


and the fact that certain charges of fraud were made in the brief of 
counsel for appellant, he would receive and consider the brief of 
counsel for the opposer, regardless of the right of the opposer to 
appear as a party to the proceeding. In other words, as we under- 
stand it, the Commissioner permitted counsel for the opposer to file 
a brief and argue the cause as amicus curiae. 


The next question presented to the Commissioner was stated by 
him as follows: 


.... Is the opposer so guilty of fraud and misrepresentation in filing 
his opposition as to vitiate the proceeding entirely and render it void ab 
initio [as claimed by counsel for appellant]? Careful consideration has been 
given to this question with the result that it is concluded, notwithstanding 
the strong language employed by the applicant in referring to the opposer, 
that nothing appears in the record which justifies the view that the op- 
poser was either deceitful or fraudulent in filing the opposition. Indeed, 


it seems that the opposer is guilty only of a variance, of a difference be- 
tween pleading and proof... . 


The Commissioner concluded that the opposition proceeding was 


not void ab initio, and that he had jurisdiction to decide the case on 
its merits. 

In his decision, holding that the mark was merely acscriptive of 
the goods on which it was used, the Commissioner stated that prior 


to the first use by appellant of the notation “Floating Power’ as a 
trade-mark on engine mountings: 


. . it was common practice to refer to the engine as a floating one 

[in issued patents where mountings of the type used by appellant were 
involved]. For example, United States Letters Patent No. 1,701,396, ap- 
plied for nearly five years before the applicant’s alleged date of first use 
and granted more than two years before, refers to “floating the engine,” 
to a “floated mass,” to the “engine floating elements,” and to the “engine 
being floated.” Patent No. 1,729,394, both applied for and granted long 
before applicant’s first use, speaks of a “floating engine,” the “floating 
body,” etc., in describing a resilient engine mounting. Also, Patent No. 
1,761,584, applied for and granted before the applicant’s use of the nota- 
tion, repeatedly refers to the action as being a “floating action,” the 
mount as being a “floating mount,” the engine as being a “floating engine.” 
It seems obvious, if a power unit or source of power is mounted in 
resilient mountings of this character, and referred to as “floating power,” 
the term is merely descriptive of the assemblage. The term “floating” when 
so applied is clearly and, as indicated by the patents or records, obviously 
descriptive. The addition thereto of the term “power” does not save the 
notation and render it non-descriptive. “Power” in this sense is the equiva- 
lent of “engine” and the compound term “floating power’ would accord- 


ingly seem to indicate nothing more than a floating power unit. To con- 











———e 








CHRYSLER CORP. V. ROLLAND 8S. TROTT 835 


cede that the applicant is entitled to the exclusive use of the words “floating 
power” in describing a unit resiliently mounted would be to deprive other 
manufacturers of their natural right to the free and unrestrained use of 
descriptive terms, more specifically of their right to refer to such a unit as 
a “floating power unit.” (Italics ours.) 

It clearly appears from the record that the opposer used the 
notation “Floating Engine” in conversation and in correspondence, 
including correspondence with appellant, prior to the first use by 
appellant of its mark, in an effort to interest appellant and others 
in his invention relating to engine mountings, and that the patents 
cited by the Commissioner in his decision refer to “a floating engine,” 
“floating the engine,” and “engine-floating elastic elements.” 

Although the Commissioner stated in his decision that in patent 
No. 1,729,394, issued September 24, 1929, to R. K. Lee, the patentee 
described his resilient engine mountings by the terms “floating 
engine” and “floating body,’ we are unable to find that those terms 
were used to describe the patentee’s resilient engine mountings. The 
Commissioner also stated in his decision that the patentee R. H. 
Prosser, in patent No. 1,761,584, relating to resilient engine mount- 
ings, issued June 3, 1930, repeatedly referred to “the action as being 
a ‘floating action, ’’ and to the “mount as being a ‘floating mount.’ ” 
We have carefully examined that patent, and are unable to find any 
reference therein to “the action as being a ‘floating action, ”’ or to 
the “mount as being a ‘floating mount.’ ”’ 

It appears from the testimony of the opposer that he never re- 
ferred to his invention as “floating motor,’ and that he made no 
distinction between the terms “floating engine,” “floating motor,” 
and “floating power.’’ We quote from his testimony: 

Q. 20. Then do you interpret “power” to mean engine, motor, or is it 
some intangible thing in your opinion as used with “floating” in the notation 
“floating power.” ... 

A. It is a shortening of “power plant.” For years practically all of the 
automobile industry advertised “unit power plant” when they first began 
to attach the transmission to the engine to form a unit. 

Opposer further stated that he demonstrated his invention to 
appellant prior to appellant’s first use of its alleged trade-mark 
“Floating Power’’; that, in April, 1930, he entered into an agree- 
ment with the Borg-Warner Corporation, whereby that corpora- 
tion was empowered to manufacture opposer’s engine mountings 











336 TWENTY-SIX TRADE-MARK REPORTER 






and to enter into contracts for their use by others. 


We quote from 
his testimony : 

X-Q. 117. And is that licensing arrangement an exclusive one so that 
the Borg-Warner Corporation is the only one entitled to manufacture 
engines as you Call floating engines? .... 


A. I am not sure whether it states that it is exclusive or that I will sign 
no other license... . 

X-Q. 118. At any rate its provisions are such, are they not, that no one 
else, including yourself, has the right or the authority to make and sell this 
so-called floating engine of yours?.... 

A. I am not sure whether I could myself or not; I would have to read it 
over first. 

X-Q. 119. All of your efforts to commercialize these inventions are 
through the Borg-Warner Corporation, and have been since the date of that 
license agreement? 

A. Yes. 

X-Q. 120. Have you actually made and sold any of these constructions? 

A. I haven’t; no. I am not employed by Borg-Warner. 

X-Q. 121. Is it not true that the Borg-Warner Corporation selected the 
name “Vibranon” as the name for your type of construction after they had 
taken this license from you? 

A. I believe that is the name which was mentioned in the proposed tena- 
tive Chrysler-Borg-Warner contract. 

X-Q. 122. Have they ever adopted any other name for these construc- 
tions? 

A. I have never seen even that name stamped on any of the mountings. 

X-Q. 123. What was the purpose of stamping any name on the mount- 
ings by either you or the Borg-Warner Corporation? 

A. To establish our right to use it beyond what we had already estab- 
lished by my verbal use and my use in letters. 

X-Q. 124. When was the first time that the name “floating engine” was 
ever applied to any of these by either you or the Borg-Warner Corporation? 

A. I don’t recollect the date but it is on the photograph. 

X-Q. 125. Was it before or after the adoption of the name “floating 
power” by the Chrysler Corporation? 

A. What do you mean by “adoption”? 

X-Q. 126. I will ask it this way: Was it before or after 1931? 

A. I believe it was after 1931, but it might have been in 1931. That 
photograph shows it in any case. 

X-Q. 127. I would like for you to be as concrete as possible as to 
when that was first done. Is there any way you can tell whether or not it 
was after 1931? 

A. Yes, look at that photograph and you will see. 

X-Q. 128. Which photograph do you refer to now? 

A. The photograph showing the floating engine stamped with “floating 
engine,” filed with the opposition. 

X-Q. 129. I show you a photograph with the date March 31, 1932, 
thereon; is that it? 

A. That’s it. 

X-Q. 130. That is the first time that the name “floating engine” was 


applied by you or the Borg-Warner Corporation to any engine or mounting 
parts? 
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A. Physically, yes. 

X-Q. 131. When did you first refer to your engine as a “floating engine”? 

A. I can’t be sure exactly, it was in 1925 or 1926, but I believe I first 
wrote of it as a “floating engine” in the summer of 1929. 

X-Q. 132. And any use which you made of that name prior to 1932 

was merely in conversations and in writing letters about your engine? 

A. Well, I will say in the prosecution of my business the same as 
Chrysler used “floating power” in the prosecution of his business. 

%- -Q. 133. Just what do you mean by that? 

A. I mean that I did not stamp— 


X-Q. 134. Let’s ask the question this way: Describe all the ways you 
used the name “floating engine” prior to 1932. 


A. Conversation, in promotion of the business, in selling arguments and 
talks, and in letters written to and received from automobile concerns. 


It is clear from the testimony of the opposer, hereinbefore quoted, 
that neither he nor the Borg-Warner Corporation, licensee, had 
ever physically applied the notation “Floating Engine” to engine 
mountings prior to March 31, 1932, and that it was then so applied, 
as stated by the witness, “To establish our right to use it beyond 
what we had already established by my verbal use and my use in 
letters.” 

Just what interest or rights the opposer had in his patents, 
or the trade-marks and trade-names to be used thereon, is not clear 


from opposer's own testimony. He stated, as hereinbefore noted, 


that he was not certain of his rights under his so-called “licensing 
arrangement” with the Borg-Warner Corporation, and did not know 


whether he had the right to manufacture or sell his engine mountings 


under the notation “Floating Engine”; that, subsequent to April, 
1930, all of his efforts to commercialize his inventions were made 
through the Borg-Warner Corporation; that he was not employed 
by that concern; and that he had never constructed or sold any 
of his patented engine mountings. 

It is contended by counsel for appellant that the material alle- 
gations contained in the notice of opposition were fraudulently made 
by the opposer; that it clearly appears from the testimony of the 
opposer that he had not used the notation “Floating Engine” on 
engine mountings prior to the alleged and established date of appel- 
lant’s use of the trade-mark “Floating Power”; that, although 


opposer alleged in his notice of opposition that the photograph, 
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dated March 81, 1932, which was attached thereto, showed how 
he had been, and was at that time, using his trade-mark “Floating 
Engine” on engine mountings, it appears from the opposer’s testi- 
mony that neither he nor the Borg-Warner Corporation had ever 
applied the term “Floating Engine” to engine mountings prior to 
the time the photograph was taken, which was the date the notice 
of opposition was signed and verified; that opposer was a patent 
attorney at the time he filed his notice of opposition and therefore, 
was not only in a position to know, but that he did know that the 
statements contained in his notice of opposition were false; that he 
cannot be excused on the ground that there was a mere variance be- 
tween the allegations contained in the notice of opposition and his 
testimony relative to the facts, as held by the Commissioner of 
Patents; that appellant’s notice of opposition was false, fraudulent, 
and deceptive; that it was “‘void ab initio and incapable of setting 
the judicial machinery of the appellate tribunals of the Patent 
Office in motion”; and that those tribunals were, and this court is, 
without jurisdiction to “review and decide ex parte issues which 
might be considered in a lawfully instituted proceeding.” 

It may be said at this point that counsel for opposer alleged in 
his brief that the opposer “is not a lawyer and never pretended 
to be. He is a college-trained (Cornell graduate) mechanical en- 
gineer of rare originality, skill and ingenuity.” However, in his 
testimony, the opposer stated that he had been an inventor for 
about twenty-seven years, and that he was a “patent attorney.” 

We have examined the record with the care which the charge 
of fraud necessarily requires. It appears that the opposer’s testi- 
mony flatly contradicts the allegations contained in his notice of 
opposition that he had used the notation “Floating Engine” as a 
trade-mark on engine mountings prior to June 3, 1931, and that the 
photograph attached to the notice of opposition showed how his 
trade-mark had been used by him. It further appears that the 
photograph, above referred to, was taken on March 31, 19382, the 
date the notice of opposition was signed and verified by opposer, 
and that neither the opposer nor the Borg-Warner Corporation, 
licensee, had ever applied the notation “Floating Engine” to engine 
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mountings, either as a trade-mark or otherwise, prior to March 31, 
1932. Nevertheless, there is nothing of record to substantiate the 
charge that the opposer acted with any fraudulent intent, or that 
his conduct was “willful” or “morally reprehensible.” See 21 C. J. 
pp. 180 to 184, §§ 163 to 166, inclusive. The opposer frankly 
disclosed the facts in his testimony, including the use of the nota- 
tion “Floating Engine” in connection with his efforts to secure the 
use by manufacturers of his patented engine mountings, and, al- 
though he was cross-examined at considerable length by counsel for 
appellant, he was never asked to explain the reasons for, nor does the 
record contain any explanation of, the misstatements of fact con- 
tained in his notice of opposition. We are of opinion that, although 
there was a material variance between the material averments of 
the notice of opposition and the evidence introduced by the opposer, 
the tribunals of the Patent Office had jurisdiction in the case at bar 
to dispose of any question that might properly be presented in an 
ex parte case, including the question of the descriptiveness of ap- 
pellant’s mark. See California Cyanide Co. v. American Cyanamid 
Co., 17 C. C. P. A. (Patents) 1198, 40 F. (2nd) 1008 [20 T.-M. 
Rep. 266]; Bookman v. The Oakland Chemical Co., 17 C. C. P. A. 
(Patents) 1213, 40 F. (2nd) 1006 [20 T.-M. Rep. 261]; Skookum 
Packers Asso. v. Pacific Northwest Canning Co., 18 C. C. P. A. 
(Patents) 792, 45 F. (2nd) 912 [21 T.-M. Rep. 50]; René Beziers, 
etc. v. Reid, Murdoch & Co., 18 C. C. P. A. (Patents) 1340, 48 F. 
(2nd) 946; George H. Ruth Candy Co. v. The Curtiss Candy Co., 18 
C. C. P. A. (Patents) 1471, 49 F. (2nd) 1033 [21 T.-M. Rep. 319]; 
California Canneries Co. v. Lush’us Products Co., 18 C. C. P. A. 
(Patents) 1480, 49 F. (2nd) 1044 [21 T.-M. Rep. 520]. We do not 
mean to be understood as holding that, in view of the statute, our 
conclusion would have been different had the opposer been guilty 
of the offense charged by counsel for appellant. 

In their brief, counsel for appellant stated that as the opposer 
had not appealed from the decision of the Examiner of Trade-Mark 
Interferences dismissing his notice of opposition, he was not a 
proper party to this appeal, and that if a brief were filed on his 
behalf a “motion to strike . . . . [would] be presented.” At the 
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time of the oral arguments in this court, counsel for appellant 
stated that a motion for that purpose would be filed. Thereafter, 
on January 18, 1936, such a motion was filed by counsel for appel- 
lant. It was not limited, however, to the reasons assigned in their 
brief, but contained two additional reasons, namely: First, that 
the brief of counsel for opposer contained statments and arguments 
relative to alleged facts not appearing of record, and second, that it 
contained “baseless, but malicious, vituperative and scandalous ac- 
cusations leveled at appellant and his counsel.” 

In his brief, counsel for opposer, contrary to well-established 
rules of practice, repeatedly and vigorously attacked the character 
of appellant, largely, if not entirely, regarding alleged misconduct 
relating to matters not appearing of record nor germane to the issues 
involved. See 3 C. J. pp. 1432, 1433, § 1595. (The charges so made 
by counsel for opposer were probably occasioned by the charge of 
fraudulent conduct on the part of opposer by counsel for appellant, 
hereinbefore discussed and determined.) Furthermore, counsel for 
opposer has made statements in his brief regarding alleged facts 
not appearing of record, and of which this court has no authority 
to take judicial notice. 

In view of the fact that the opposer did not appeal from the deci- 
sion of the Examiner of Trade-Mark Interferences dismissing 
his notice of opposition, and as the proceeding relative to the question 
of the descriptiveness of appellant’s mark before the tribunals of 
the Patent Office was ex parte, the opposer is not a proper party 
to this appeal. 

The issues before us concern only appellant on the one hand, 
and the Patent Office tribunals, representing the public on the other. 
Obviously then, counsel for opposer had no authority to appear in 
this court and file a brief on behalf of the opposer and, without leave 
of the court, had no right to appear at all. Accordingly, the brief 
of counsel for opposer might well be stricken from the files of this 
court. However, due to the facts hereinafter stated, we are not 
disposed to follow that course. 

Counsel for opposer was permitted to appear before the tribunals 
of the Patent Office, apparently as amicus curiae, and had filed his 
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brief and participated in the oral arguments in this court, prior to 
the filing of appellant’s motion. The vital issue in the case—the 
question of the descriptiveness of appellant’s mark—has been well 
presented by opposer’s counsel. We shall, therefore, accept his 
brief with the understanding that the use of the abusive statements 
contained therein relative to the character of appellant, which state- 
ments are neither supported by the record nor germane to the issues 
in the case, deserves and receives the disapprobation of this court, 
and with the further understanding that all such statements, and 
others regarding alleged facts not found in the record have been, 
and will be, disregarded in our consideration and determination of 
the involved issues. Accordingly, appellant’s motion to strike the 
brief of counsel for the opposer is denied. 

The next question requiring our consideration is whether ap- 
pellant’s mark “Floating Power” is merely descriptive of the goods 
on which it is used, or of the character or quality of such goods, 
as held by the tribunals of the Patent Office. 

It should be observed at the outset, although it is a matter of 
no great importance, that appellant’s mark is not used on “engines,” 
“power units,” “power plants,” or “unit power plants,” as held in 
substance by the Commissioner, but is used only on “vehicle engine 
mountings.” It is clear from the record, although there is some 
testimony to the contrary, that such mountings are not integral parts 
of the “engine,” “frame,” or “power plant” of an automobile, but 
are separate and independent commercial entities and serve merely 
to resiliently connect or attach the “power plant” to the frame. 

In opposer’s patent No. 1,834,907, issued December 1, 1931, 
relating to engine mountings, the patentee stated that the rubber 
mountings “carry the weight of the engine, and generally of the 
entire power plant unit.” He further stated, relative to the propo- 
sition that his engine mountings absorbed the forces developed in 
the operation of the engine, that he accomplished that object “by 
providing pivotally resilient mounting means between the engine 
or power plant unit and its support”; that his power plant unit 
consisted of the “usual engine 1* having the crank-shaft 7 con- 
nected with the fly-wheel 1° and a fly-wheel casing 1°, and to which 





342 TWENTY-SIX TRADE-MARK REPORTER 


is fixed the transmission 1°7”’; and that the mountings were adapted 
to carry substantially the entire weight of the power plant unit and 
are to be strong enough and reliable enough so that the power plant 
unit will be securely attached to the support at these two points in 
such a manner as to permit pivotal movement of the unit of an ap- 
proximately orbital nature with respect to the support without any 
question arising as to the security and safety of the mounting.” 
(Italics ours.) 

In opposer’s patent No. 1,890,871, issued December 13, 1932, 
relating to engine or power plant mountings for automotive vehicles, 
the patentee stated that the engine and the transmission formed a 
“unit power plant, the parts of which are fixed together for unitary 
movement with a housing 2a between the engine 1 and transmission 
2 and enclosing the usual engine fly-wheel 2b.” The patentee fur- 
ter stated: “The normal operation of the engine unit tends to 
oscillate the engine unit on its longitudinal axis in response to the 
impulses incident to the operation of the engine. My mounting 
permits the engine unit to oscillate on said axis but at the same time 
it allows the axis of oscillation to move relative to the vehicle or 
the frame and likewise move the engine unit.”’ (Italics ours.) 

Furthermore, it is clear from the record that appellant’s engine 
mountings do not oscillate with the engine or power plant, but are 
so constructed that they, together with the method of mounting 
the power plant (hereinafter referred to), permit the “entire power 
plant to rock freely’’ on its “natural axis.” 

It is unnecessary to describe appellant’s mountings upon which 
it uses its trade-mark, other than to say that they are substantially 
triangular in shape, and have substantially triangular interior open- 
ings, and that they are of metal construction, except for some 
resilient material at or near the top. 

In his decision, as hereinbefore noted, the Commissioner of 
Patents stated that “if a power unit or source of power is mounted 
in resilient mountings of this character, and referred to as ‘floating 
power, the term is merely descriptive of the assemblage.” 

The Commissioner further stated that the word “power,” in the 
sense in which it is used in the trade-mark “Floating Power,” is the 
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“equivalent of ‘engine, ’’ and that the trade-mark would “indicate 
nothing more than a floating power unit.” 


Counsel for the opposer contends that the views expressed by 
the Commissioner are in accordance with the facts and the law. 

As contended by counsel for appellant, and as clearly appears 
from the affidavits of record and from the dictionary definitions of 
the word, “power” is an intangible thing. Generally speaking, it 
means: 


. .. « Ability, whether physical, mental, or moral, to act; the faculty 
of doing or performing something; capacity for action or performance or 
for receiving external action or force; capability of producing or under- 
going an effect, whether physical, mental, or moral. . .. (Webster’s New 
International Dictionary.) 


Mechanically, it is: 


.... The rate at which mechanical energy is exerted or mechanical work 
performed, as by an engine or other machine, or an animal. The units 
most commonly used are the horse power and the watt. The power of a 
direct electric current is the product of the voltage and current. The true 
power of an alternating current is the product of voltage, current, and 
power factor. (Webster’s New International Dictionary.) 


ere Any form of energy available for doing any kind of work; as, steam- 
power; water-power; specif., mechanical energy, as distinguished from 
work done by hand; as, a machine run by power. (2) Capability of per- 
forming mechanical work, as measured by the rate at which it is or can be 


done; capacity; as, the power of the engine was overstated. (Funk &. 
Wagnalls New Standard Dictionary.) 


Eminent authorities on the subject state in affidavits of record 


that the word “power” does not describe an engine, power plant, 
engine mountings, or any other part of an automobile, and that if 
it were used to describe any such parts, further explanation would 


be required in order that it might be understood what was meant. 
An engine is: 


. a machine by which power is applied to the doing of work, par- 
ticularly one that converts some motive energy, especially heat, into 
mechanical power. (Funk & Wagnalls New Standard Dictionary.) 


From what has been said it would seem to be clear that the term 
“power,” as used in appellant’s trade-mark, is not the equivalent 
of the terms “engine” or “power plant,” nor is it, standing alone or 
in combination with the word “floating,” descriptive of either. The 
terms “floating engine” and “floating power plant” are descriptive 
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of certain physical units, and those units may be assembled or dis- 
assembled. That is not true of the term “floating power.” As here- 
inbefore noted, “power” is an intangible thing, and merely combin- 
ing the words “floating” and “power” does not make the combination 
tangible or descriptive of anything that is tangible. Furthermore, 
although the expressions “floating engine,” “floating the engine,” 
and “engine-floating elastic elements” were old at the time appel- 
lant adopted and first used its trade-mark, and started its extensive 
advertising campaign, in which, from July, 1931 to February, 1933, 
it expended the sum of $4,806,077, and in which advertising its 
mark “Floating Power” was prominently featured, we venture to 
say that no engineer or other person skilled in the art or other- 
wise would have known what was meant had it been suggested that 
“floating power” be assembled or disassembled, nor would it occur 
to any such person now that an “engine” or a “power plant” should 
be torn down were it suggested that “floating power” be dis- 
assembled. 

Is appellant’s mark descriptive of engine mountings, or of any 
characteristic or quality possessed by them? We think the answer 
to that query must be in the negative. Engine mountings do not 
float. They are not “power.” They do not even develop or transmit 
power, as do “engines.”’ Furthermore, they, in and of themselves, 
are not responsible for that particular rocking feature of the “power 
plant,” which might be characterized by the term “floating.” That 
feature is brought about, in part, by the method employed in mount- 
ing the “power plant,’ which method consists of the use of two 
mountings only, instead of the three or four ordinarily used, and is 
known as a “two-point motor suspension.” Accordingly, it is the 
method of mounting, together with the structure of the mountings 
used, which permits the “power plant to rock freely” on its “natural 
axis.” 

It is true that appellant’s trade-mark is suggestive, but, in our 
opinion, nothing more, of one of the characteristics of appellant's 
power plants. Suggestiveness, however, is a permissible attribute 
of a technical trade-mark. 
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In the case of Van Camp Sea Food Co. (Inc.) v. The Alez- 
ander B. Stewart Organizations, 18 C. C. P. A. (Patents) 1415, 
50 F. (2d) 976 [21 T.-M. Rep. 414], where we had the trade- 
mark “Chicken of the Sea,” for use on tuna fish, under considera- 
tion, we said: 

.... It is well settled in adjudicated cases that a valid trade-mark may 
be highly suggestive (in our opinion ofttimes the best ones are), without 
being offensively descriptive. See Le Blume Import Co. v. Coty, 293 Fed. 
344, 351 [13 T.-M. Rep. 233]; Orange Crush Co. v. California Crushed Fruit 
Co., 54 App. D. C. 313, 297 Fed. 892 [14 T.-M. Rep. 228]; United Lace & 
Braid Mfg. Co. v. Barthels Mfg. Co., 221 Fed. 456 [5 T.-M. Rep. 301]. 

We must hold, therefore, that, although appellant’s trade-mark 
is suggestive of one of the characteristics of appellant’s power 
plants, it does not describe its engines, power plants, or engine 
mountings, or any characteristic or quality possessed by them, but, 
on the contrary, is merely indicative of origin to the purchasing 
public, and serves to distinguish appellant’s engine mountings from 
those manufactured or sold by others. 

There is a suggestion in the brief of counsel for the opposer that 


at the time—March 31, 1932—the opposer or the Borg-Warner 


Corporation applied the mark “Floating Engine” to opposer’s 
engine mountings, appellant had practically abandoned its trade- 


mark and did not use it for a period of a year, and that for that reason 


if for no other, appellant is not entitled to have its mark registered. 

It clearly appears from the record that merely through inad- 
vertence appellant’s mark was not applied to the engine mountings 
used in its automobiles of the so-called “P. B. model,” produced in 
1932. Appellant’s chassis designing engineer stated that he had 
positive instructions from his superiors to apply the trade-mark to 
the engine mountings used in those models, and that failure to do so 
was due to a draftsman’s error. 

The testimony of record clearly negatives any intention on the 
part of appellant to abandon its trade-mark, and, in the absence of 
proof of such intention, the charge of abandonment cannot be sus- 
tained. See Sarlehner v. Eisner & Mendelson Co., 179 U.S. 19, 31; 
Blackwood Coal & Coke Co. v. The Philadelphia and Reading Coal 
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of certain physical units, and those units may be assembled or dis- 
assembled. That is not true of the term “floating power.” As here- 
inbefore noted, “power” is an intangible thing, and merely combin- 
ing the words “floating” and ‘“‘power’’ does not make the combination 
tangible or descriptive of anything that is tangible. Furthermore, 
although the expressions “floating engine,’ “floating the engine,” 
and “engine-floating elastic elements” were old at the time appel- 
lant adopted and first used its trade-mark, and started its extensive 
advertising campaign, in which, from July, 1931 to February, 1933, 
it expended the sum of $4,806,077, and in which advertising its 
mark “Floating Power” was prominently featured, we venture to 
say that no engineer or other person skilled in the art or other- 
wise would have known what was meant had it been suggested that 
“floating power” be assembled or disassembled, nor would it occur 
to any such person now that an “engine” or a “power plant’ should 
be torn down were it suggested that “floating power’ be dis- 
assembled. 

Is appellant’s mark descriptive of engine mountings, or of any 
characteristic or quality possessed by them? We think the answer 
to that query must be in the negative. Engine mountings do not 
float. They are not “power.” They do not even develop or transmit 
power, as do “engines.” Furthermore, they, in and of themselves, 
are not responsible for that particular rocking feature of the “power 
plant,” which might be characterized by the term “floating.” That 
feature is brought about, in part, by the method employed in mount- 
ing the “power plant,’ which method consists of the use of two 
mountings only, instead of the three or four ordinarily used, and is 
known as a “two-point motor suspension.” Accordingly, it is the 
method of mounting, together with the structure of the mountings 
used, which permits the “‘power plant to rock freely” on its “natural 
axis.” 

It is true that appellant’s trade-mark is suggestive, but, in our 
opinion, nothing more, of one of the characteristics of appellant's 
power plants. Suggestiveness, however, is a permissible attribute 
of a technical trade-mark. 
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In the case of Van Camp Sea Food Co. (Inc.) v. The Alez- 
ander B. Stewart Organizations, 18 C. C. P. A. (Patents) 1415, 
50 F. (2d) 976 [21 T.-M. Rep. 414], where we had the trade- 
mark “Chicken of the Sea,” for use on tuna fish, under considera- 
tion, we said: 

.... It is well settled in adjudicated cases that a valid trade-mark may 
be highly suggestive (in our opinion ofttimes the best ones are), without 
being offensively descriptive. See Le Blume Import Co. v. Coty, 293 Fed. 
344, 351 [13 T.-M. Rep. 233]; Orange Crush Co. v. California Crushed Fruit 


Co., 54 App. D. C. 313, 297 Fed. 892 [14 T.-M. Rep. 228]; United Lace & 
Braid Mfg. Co. v. Barthels Mfg. Co., 221 Fed. 456 [5 T.-M. Rep. 301]. 


We must hold, therefore, that, although appellant’s trade-mark 
is suggestive of one of the characteristics of appellant’s power 
plants, it does not describe its engines, power plants, or engine 
mountings, or any characteristic or quality possessed by them, but, 


on the contrary, is merely indicative of origin to the purchasing 


public, and serves to distinguish appellant’s engine mountings from 
those manufactured or sold by others. 

There is a suggestion in the brief of counsel for the opposer that 
at the time—March 31, 1932—the opposer or the Borg-Warner 
Corporation applied the mark “Floating Engine’ to opposer’s 
engine mountings, appellant had practically abandoned its trade- 
mark and did not use it for a period of a year, and that for that reason 
if for no other, appellant is not entitled to have its mark registered. 

It clearly appears from the record that merely through inad- 
vertence appellant’s mark was not applied to the engine mountings 
used in its automobiles of the so-called “P. B. model,” produced in 
1932. Appellant’s chassis designing engineer stated that he had 
positive instructions from his superiors to apply the trade-mark to 
the engine mountings used in those models, and that failure to do so 
was due to a draftsman’s error. 

The testimony of record clearly negatives any intention on the 
part of appellant to abandon its trade-mark, and, in the absence of 
proof of such intention, the charge of abandonment cannot be sus- 
tained. See Sazlehner v. Eisner & Mendelson Co., 179 U.S. 19, 31; 
Blackwood Coal & Coke Co. v. The Philadelphia and Reading Coal 
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and Iron Co., 19 C. C. P. A. (Patents) 1227, 58 F. (2d) 440 [22 
T.-M. Rep. 299]. Furthermore, the evidence clearly establishes 
that, although through inadvertence appellant’s trade-mark was 
not applied to engine mountings used in automobiles of the “P. B. 
model,’ produced in 1932, it had been applied to engine mountings 
used in appellant’s so-called “F. A. model” during the preceding 
year; that sales were made of several thousand cars of that model 
from January to October of the year 1982; and that during that 
year, sales having been made each month, 1,806 engine mountings 
bearing the trade-mark “Floating Power” were sold as separate and 
independent commercial entities. 

For the reasons herein stated, we are of opinion that appellant 
is entitled to have its mark registered. 
The decision of the Commissioner of Patents is reversed. 


GranaMm, P. J., dissenting: I have been unable to bring my 
mind to the point where I can agree with the conclusion reached 
by the majority in this case. I shall not attempt any lengthy dis- 
cussion of the many points which have been incidentally brought up 
and discussed by counsel and by the majority, but shall state briefly 
my views on what I consider to be the principal point involved in 
the case, namely, whether the notation “floating power” is or is not 
descriptive, as here used. I am of opinion that it is descriptive, 
and ought not to be registered. 

The term “floating,” while usually applied to something which 
is sustained by and resting upon a fluid, applies equally, in my mind, 
to something which is movable. Webster’s New International Dic- 
tionary gives several meanings to the word, as follows: 


floating, p. a. 1. Buoyed upon or in a fluid; as the floating timbers of a 
wreck; floating motes in the air. 

2. Free or loose from the usual attachment; as, the floating ribs in man 
and some other animals. 

3. Shifting from place to place; having no permanent home; as, the 
floating population. 

4. Shifting or variable in its form, its incidence, or the subject matter to 
which it applies; hence, not fixed; not funded; not invested; not determined ; 
as, floating capital, floating anchor. Naut. Sea Ancuor.—f. axle, Vehicles, 
a live axle for a self-propelled vehicle, in which the revolving part serves 
only to turn the wheels, the dead weight of the vehicle being carried on the 
ends of a fixed axle housing or casing... . 
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We hear the expression used quite commonly in the ordinary 
language of the people, and as applied to the anatomy of man, such 
as ‘floating rib” or “floating kidney.’”’ When so used, it has always 
the meaning of something which is movable, and not fixed and 
attached in the ordinary way. 

That it was well known in the automotive art is indicated by 
three patents which are incorporated into the record in connection 
with the letter of the Examiner of August 5, 1931,, namely, Summers, 
No. 1,701,896; Prosser, No. 1,761,584; and Lee, No. 1,729,394. In 
the Summers patent, which was issued February 5, 1929, before 
the appellant here began using the designation “floating power,” 
the patentee spoke of “floating the engine” and described the manner 
of “floating.” The patentee repeatedly, in his specification and in 
his claims, repeated this language as applied to an engine which 
was movable upon insulated mountings. The patentee Prosser 
likewise spoke of a “floating engine and associated hanger,” and 
described his method of flotation. This patent was granted on 
June 3, 1930. The patentee Lee, in a patent granted September 
24, 1929, described his engine as being “floatingly suspended,” 
and as a “floating engine,” and described means to “floatingly carry 
the engine weight.” 

In its common meaning, therefore, as well as in the technical 
language of the art in which the parties hereto were working, “‘float- 


ing” had a distinctive meaning as to the power plant of an automo- 


bile, and there could be no reason for misunderstanding on the 


part of one to whom the information was conveyed, that the power 
of an automobile was “floating.” 

A very involved and ingenious argument is made as to the mean- 
ing of the term “power’’; that this designation “floating power” 
‘annot be descriptive because it does not describe the device to which 
it is applied. Power, it is said, is an intangible thing, and is entirely 
distinct and separate from an engine or power plant, and that, 
therefore, these mountings upon which appellant’s designation of 
“floating power’ is placed, do not describe either the device or its 


functions. It is argued that the engine may create the power, but 
the power itself does not float. 
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I am unable to agree with this conclusion which seems to me 
entirely too technical, in view of the object which is sought to be 
attained by the Trade-Mark Registration Act of 1905. I cannot 
believe that anyone would misunderstand what is meant by “‘float- 
ing power.” Power, as I take it, is the energy which animates the 
vehicle, and includes in its meaning not only the actual automotive 
power, but the plant which creates it as well. 

This conception is borne out by the same _ lexicographical 
authority above cited, Webster’s New International Dictionary, as 
follows: 


Power ....11. Mech. a. The rate at which mechanical energy is exerted 
or mechanical work performed, as by an engine or other machine, or an 
animal. The units most commonly used are the horse power and the watt. 
The power of a direct electric current is the product of the voltage and 
current. The true power of an alternating current is the product of 
voltage, current, and power factor. The apparent power (volt amperes) 
of an alternating current is the product of voltage and current. See 
ENERGY COMPONENT. b. Capacity for operating; as, the power of 
an engine governor. c. Applied force; as, the power applied at one end of 
a lever to overcome a “resistance” at the other end. d. A source of useful 
mechanical energy; as, water power; hand power, etc. Specif., a mechanical 
source, as opposed to human power. e. A mechanism by which energy is 
applied; as, a dog power; the mechanical powers. Obsoles. 


The Assistant Commissioner makes a very pertinent observation 
which I quote: 


It seems obvious, if a power unit or source of power is mounted in 
resilient mountings of this character, and referred to as “floating power,” 
the term is merely descriptive of the assemblage. The term “floating” when 
so applied is clearly and, as indicated by the patents or records, obviously 
descriptive. The addition thereto of the term “power” does not save the 
notation and render it non-descriptive. “Power” in this sense is the 
equivalent of “engine” and the compound term “floating power” would 
accordingly seem to indicate nothing more than a floating power unit. To 
concede that the applicant is entitled to the exclusive use of the words 
“floating power” in describing a unit resiliently mounted would be to deprive 
other manufacturers of their natural right to the free and unrestrained use 
of descriptive terms, more specifically of their right to refer to such a 
unit as a “floating power unit.” 


I agree with the suggestions made above. 
There are several authorities which I deem in point, and which 


seem to point to a different conclusion than that arrived at by the 
majority herein: 
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In Chicago Pneumatic Tool Co. v. The Black § Decker Mfg. 
Co., 17 C. C. P. A. (Patents) 962, 39 F. (2d) 684 [20 T.-M. Rep. 
293], we were considering the trade-name “hicycle” used as a trade- 
mark for portable power tools, including electrical tools and de- 
vices. We held the mark should be cancelled, and affirmed the deci- 
sion of the Patent Office tribunal in that respect, holding the term 
to be descriptive, as used. In doing so, we made this pertinent 
observation: 

It seems to us that to hold with appellant in this case would require the 
application of a higher degree of technical refinement than we think the 
trade-mark registration act contemplates. We can not doubt that what- 
ever distinction those having highly specialized learning as to electrical 
technique might be able to draw by strict construction of electrical terms, 
the phrase “high cycle,” as applied to these motor-driven tools, does convey 
to the public generally a definite meaning distinctly descriptive of the tools. 
The relation between the cycle of the current and the revolution or opera- 


tion of the tool or mechanism is too direct and immediate, in our view, to 
admit of any other conclusion. We think it is more than suggestive and 


amounts to descriptiveness. 

In that case, it will be noted, the word “hicycle” or the words 
“high cycle” did not describe the tools, but rather described their 
method of operation. However, it was such a description as was 
intelligible to and understood by those who heard it used, and the 
same is true of the expression here, “floating power.” The hearer 
instinctively knows that the source of power, or engine, or power 
plant, is movable, and shifts, as the occasion requires. 

Two decisions of the Commissioner of Patents are instructive 
and in point. One is in Ex parte Warner Gear Company, decided 
August 16, 1982, 156 Ms. Dec. 925 [22 T.-M. Rep. 458], in which 


the term under consideration was the words “free wheeling,” the 
Assistant Commissioner said: 


It seems to follow that if the applicant were given the right to the exclu- 
sive use of the term “free wheeling” as a trade-mark for transmissions, the 
manufacturers of the transmissions disclosed in the above noted patents 
would be excluded from the right to use such term, or its equivalent in 
describing this characteristic of their respective devices. Nor would other 
manufacturers of free wheeling vehicles be entitled to use this term as 
descriptive thereof, without infringing the applicant’s trade-mark. 


Again, in Ex parte William Wesley Hicks, decided March 20, 
1931, 156 Ms. Dec. 608 [21 T.-M. Rep. 274], Assistant Commis- 
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sioner Kinnan held the words “wired heat’’ as a trade-mark for 
electric heaters to be descriptive, and made the following statement: 


It may be said either of the two words of the notation used alone in con- 
nection with goods of the character here under consideration would, 
beyond any question, be merely descriptive. “Heat” as applied to a heater 
is obviously descriptive and “wired” as applied to an electric heater would 
as clearly be descriptive. It may be also noted that “wire heat” would be 
merely descriptive because the heat is produced by the heating of the wire 
and so the wire gives off the heat and the heat would be correctly described 
as wire heat. No question could be raised as to the fact that the words 
“wired heater’ are merely descriptive. .. . 






I am of opinion that the decision of the Commissioner of Patents 


should be affirmed. 


















Lenroot, J.: I concur in this dissent. 


Lucien Le tong, Inc. v. Ergin AMERICAN MANUFACTURING 
ComMPANY 


United States Court of Customs and Patent Appeals 
Opposition 12,843 
June 1, 19386 






Trave-M arxs—Opposirion— Non-ConrFiictinc Marks. 
A trade-mark consisting of a rectangular device in white whereon 
appears transversely a pyramid in black with the letters EA shown in 
white on the base (placed uppermost), the body of the pyramid being 
broken by two similar white lines therebeneath, the rectangular figure 
being enclosed by obtuse-angled triangles, the half sections of which 
are shown alternately in black and white, held not to be deceptively 
similar to a trade-mark consisting of a rectangular device shown in 
white having a continuous black border, with a small rectangle in black 
shown in the upper left-hand corner and two L-shaped figures in black 
appearing therebeneath. 


On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner’s 
decision, see 25 T.-M. Rep. 42. 





Thomas J. MacKavanagh, of Washington, D. C., Charles W. 


Hills, Jr., and Alexander C. Mabee, both of Chicago, IIl., 
for appellant. 
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Charles R. Allen, of Washington, D. C., and Ephraim Banning, 
of Chicago, IIl., for appellee. 


GrauHamM, P. J.: Elgin American Manufacturing Co., a corpora- 
tion organized under the laws of the State of Illinois, filed an ap- 
plication for the registration of a trade-mark in the United States 
Patent Office in 1983. It was alleged that this mark had been 
adopted and used in connection with the sale of vanity cases, rouge 
boxes, compact boxes, eyebrow pencil holders, perfume and lipstick 
holders, jewel boxes, and the like, and it was represented that the 
trade-mark had been continuously used and applied to the said goods 
since November 14, 1932. The mark appears hereinafter. 

The appellant, Lucien Lelong, incorporated under the laws of 
the States of Illinois and New York, opposed the registration, alleg- 
ing in its notice of opposition that it was engaged in the manufac- 
ture and sale of vanity cases, rouge boxes, and a line of articles 
similar to those claimed by Elgin American Manufacturing Co., as 
hereinbefore mentioned, and that it had sold the same since prior 
to November 14, 19382, in connection with a trade-mark which is 
described in the notice of opposition as follows: “.... which consists 
of the illustration of a solid square within an L-shaped figure, 
within a larger L-shaped figure, all enclosed in a square....” This 
mark was registered by the appellant on April 23, 1929, and appears 
hereinafter. 

The opposer also averred that it had sold perfume, toilet water, 
hair lotions, and similar products, since prior to November 14, 19382, 
under the trade-mark last aforesaid. The notice of opposition also 
alleged that the opposer had built up a valuable good-will in its 
trade-mark, and that it would be damaged, and confusion in 
trade would result, if the proposed trade-mark of the appellant 
was registered; that the goods upon which the marks are used 
are similar and that the marks are confusingly similar. To 
this an answer was filed by the appellee denying the confusing 
similarity of the marks and denying damage. The answer also 
sets up an opposition proceeding originated by one Lentheric, Inc., 
and claims certain advantages resulting from a stipulation of settle- 
ment in said opposition proceedings. However, as the matter ap- 
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pears to the court, it will not be necessary to give any further atten- 
tion to the Lentheric subject matter. 

It also appears from the said answer that since long prior to 
1927, the appellee has used a trade-mark, E A M, registered under 
No. 116,616, on May 15, 1917, and that at times said mark was 
associated with the representation of an arrow, including a head, 
shaft, and feathers, which arrow was represented as piercing the 
letters E A M. 

It is also stated that another trade-mark had been used by the 
appellee prior to 1927, known as the Betty Jane mark, which was 
used on goods of the same specific character, and which consisted 
of the representation of a young lady with a powder puff, surrounded 
by a square, and with a black square in the upper left-hand corner. 

Evidence was taken by both parties. The only matter which is 
particularly suggestive in this evidence is the fact that the appellee, 
Elgin American Manufacturing Co., has, for many years, made 
containers for the appellant, upon which were placed at times the 
mark of which the appellant claims advantage in this proceeding. 
Some argument is made from this circumstance that the appellee is 
and has been attempting to copy the trade-mark of the appellant, 
and has produced a mark which is similar to, and confusing with, 
the mark of the appellant. 

The Examiner of Interferences was of opinion that the appellee 
had become thoroughly familiar with the mark used by the appel- 
lant, by having placed the same upon goods manufactured by it for 
appellant, and was of opinion that the marks might be placed upon 
goods where they were of a size that the differences would not be 
readily discernible. He was of opinion also that the resemblances 
of the marks “are believed to predominate.” Being of that opinion, 
the opposition was sustained and registration refused. 

The Commissioner of Patents, on appeal, took a different view 
of the matter, and thought there were few points of resemblance 
between the marks of the parties. In summing up, he said: 


. ... In other words, I think that to the average individual it would 
require conscious effort to detect and point out such features as are common 
to both marks, and that there is thus no reasonable probability of confusion 
between the marks as a whole. 
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Finding no confusing similarity to exist, the Commissioner of 
Patents reversed the decision of the Examiner. 

It is somewhat difficult to give an accurate description of these 
competing marks, and, inasmuch as the decision of this case neces- 
sarily rests upon the visual impression which they make upon the 
mind of the observer, the marks are here shown: 


~ 


APPELLANTS MARK APPELLEE’s Mark 


From the exhibits which have been introduced, and the testi- 
mony of the witnesses, it appears that the marks of the parties are 
ordinarily placed upon the goods or containers in a manner and 
position, and of a size where their characteristics are fully dis- 
played. For instance, Exhibit 3, offered in behalf of appellant, is 
is a compact bearing thereon the trade-mark of the appellant, the 
trade-mark being approximately %¢ of an inch square. 


We are of opinion that the Commissioner of Patents came to 


the proper conclusion in the matter. The marks of the parties, as 


a whole, are not such as would be apt to confuse purchasers. It is 
argued that parts of the mark of appellee might be used, for in- 
stance, the portion resembling chevrons and a square, and that, as 
so used, it would be confusingly similar to the mark of appellant. 
But we cannot presume that the parties will use a part of their 
registered marks only, or that they will wilfully indulge in practices 


which are subversive of the rights of some other registrant. The 
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marks, so far as this court is concerned, must be taken as they are 
registered, with the presumption that the parties will use the marks 
as registered. The evidence shows that for a considerable period 
the appellee has used a trade-mark which included a broad arrow- 
head, and it is no far stretch of the imagination to conclude that 
the same mark might be carried, to a degree, into appellee's present 
design. In addition, the letters E A are used, which are distinctive 
so far as the comparison of the marks is concerned. The border 
of the square, also being composed of four flat pyramids with 
alternating white and black portions, is entirely different and dis- 
tinct from the black square used by the appellant. We are satis- 
fied there is no confusing similarity. 

Counsel for appellant relies somewhat upon our decision in 
Aktiengesellschaft fiir Feinmechanik Vormals Jetter & Scheerer v. 
Kny-Scheerer Corporation, reported in 23 C. C. P. A. (Patents) —, 
80 F. (2d) 268 [25 T.-M. Rep. 185]. A deciding factor in that 
case was the fact that the trade-marks were used in such a small 
form as applied to the goods that the court was forced to the observa- 
tion: 


. The goods upon which the marks are used are comparatively small 
and naturally the marks become extremely small when affixed to the goods. 


When so reduced, the igi features fade away and the resembl- 
ances become pronounced ; 


When thus reduced in size ‘it becomes at once apparent that the unwary 
purchaser would likely be confused by the concurrent use of both marks on 
goods of the same descriptive properties. 

No such difficulty exists here and the differences between the 
marks, as applied to the goods, are amply sufficient to prevent any 
confusion. 


The decision of the Commissioner of Patents is affirmed. 
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InN THE MaTTerR OF THE APPLICATION OF VorTEX Cup CoMPANY 
United States Court of Customs and Patent Appeals 


Serial No. 341,613 
June 1, 19386 


Trapve-Marxs—RecistrraTion—“Tropuy” For Paper Drinxinc Cups—Non- 
Descriptive TERM. 
The word “Trophy” held non-descriptive as a trade-mark for use 
on paper drinking cups. 
On appeal from a decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Reversed. For the Commissioner’s 
decision, see 25 T.-M. Rep. 41. 


Thomas J. MacKavanagh, of Washington, D. C., Charles W. 
Hills, Jr., and Alexander C. Mabee, both of Chicago, III., 
for appellant. 

The Solicitor, for the Patent Office. 


HartrFiEtp, J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming the decision of the Examiner of Trade- 
Marks denying appellant’s application for the registration of the 
trade-mark “Trophy,” for use on paper drinking cups. 

In his decision, the Examiner held that the trade-mark “Trophy” 
was merely descriptive of paper drinking cups, or of a character- 
istic or quality possessed by them. In so holding, he relied upon 
the decision in the case of In re Meyer Brothers Coffee & Spice 
Company, 38 App. D. C. 520, wherein it was held that a trade- 
mark consisting of a representation of a loving cup in connection 
with the word “Trophy” was descriptive of coffee, on the ground 
that it merely indicated “that the applicant’s goods have been recog- 
nized as of a superior quality by the presentation of a prize or 
trophy.” The Examiner further stated that, although the decisions 
of the Patent Office had not been consistent on the subject, he con- 
sidered himself bound by the decision in that case. 

In his decision affirming the decision of the Examiner, the Com- 
missioner also took the view that the tribunals of the Patent Office 
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were bound by the decision in the Meyer Brothers Coffee & Spice 
Company case, supra. 
The decision relied upon by the tribunals of the Patent Office 
was evidently based upon the proposition that the trade-mark there 
involved merely indicated that the applicant’s goods were of such 
superior quality that a prize or trophy had been awarded therefor. 
We have no way of knowing what the facts in that case were, other 
than the short statement contained in the opinion, hereinbefore 
quoted. 
The question of whether a word used as a trade-mark is de- 


scriptive of the goods on which it is used, depends, of course, upon 
the circumstances of each case. A word which is descriptive when 
used on one class of goods, may be purely arbitrary and fanciful 
when used on goods of another class. Accordingly, the mere fact 
that a word or term has a descriptive meaning does not necessarily 
mean that its use is prohibited by the statute—section 5 of the 
Trade-Mark Act of February 20, 1905, as amended. See Bennett 
et al. v. McKinley et al., 65 Fed. 505; Hercules Powder Company 
v. Newton, Commissioner of Patents, 266 Fed. 169 [10 T.-M. Rep. 
198]; Orange Crush Company v. California Crushed Fruit Com- 
pany, 54 App. D. C. 313, 297 Fed. 892 [14 T.-M. Rep. 228]; Ea 
parte Minnesota Valley Canning Company, 20 T.-M. Rep. 145, 4 
U.S. Pat. Q. 48; The Paul Plessner Company v. Albert E. Mallard, 
21 T.-M. Rep. 58, 7 U. S. Q. 129; Ex parte Good Humor Corpora- 
tions of America, 24 T.-M. Rep. 376, 21 U. S. Pat. Q. 593. 
“Trophy” is defined in Funk & Wagnall’s New Standard Dic- 


tionary as: 


1. Anything taken from an enemy and shown or treasured up in proof 
of victory; a prize or token of victory in any contest; hence, a memento of 
victory or success. ...3. An ornamental group of objects hung together on 
a wall, or any collection of objects typical of some event, art, industry, or 
branch of knowledge. 4. A memento or memorial. 


We think it is evident that, although the word “Trophy” might 
suggest that appellant’s paper drinking cups are of high quality, 


it is not, for that reason, descriptive of them, or of any character- 
istic or quality possessed by them. 
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In the case of Van Camp Sea Food Co. (Inc.) v. The Alez- 
ander B. Stewart Organizations, 18 C. C. P. A. (Patents) 1415, 50 
F. (2d) 976 [21 T.-M. Rep. 414], we said: 

.... It is well settled in adjudicated cases that a valid trade-mark may 
be highly suggestive (in our opinion ofttimes the best ones are), without 
being offensively descriptive. 

We are of opinion, therefore, that appellant’s trade-mark is not 
merely descriptive of the goods on which it is used, or of any char- 
acteristic or quality possessed by them, but that it indicates to the 
purchasing public the origin of appellant’s goods. 

For the reasons stated, we are of opinion that appellant is en- 
titled to have its mark registered. 

The decision of the Commissioner of Patents is, accordingly, 
reversed. 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 


Descriptive Term 


Frazer, A. C.: An opposition to the application of The Fisher 
Brothers Company for registration of its alleged trade-mark was 
sustained by the Examiner of Trade-Mark Interferences, who 
further adjudged that applicant is not entitled to the registration 
applied for. Applicant appeals. 

The mark sought to be registered is “Can o’ Gold Motor Oil” 
displayed in association with certain design features, and is used on 
motor lubricating oils. The words “Motor Oil” are disclaimed apart 
from the mark as shown in the drawing; but such disclaimer does not, 
in my opinion, save the mark as a whole from being descriptive of 
the goods. “Gold” is an adjective defined as “having the color of 
gold.”” Webster’s New International Dictionary. And as here used 
it could have no other possible significance. If applicant’s mark is 
registrable such expressions as “bottle of black ink,” “bag of sweet 
potatoes,” and “box of soft pencils” could be converted into regis- 
trable trade-marks by the simple expedient of disclaiming the final 
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word. I do not think the descriptiveness clause of the Trade-Mark 
Act permits of any such easy evasion. 

Opposer’s mark, applied to the same goods and registered prior 
to applicant’s claimed date of first use, is a distinctive design sur- 
rounding the words “Pure as Gold,” everything but the design being 
disclaimed, presumably because the words were deemed descriptive. 
The only similarity between this mark and applicant’s resides in 
the occurrence in each of the word “gold.” In all other respects 
they are so completely different that there could be no possibility 
of confusing one with the other even by the “casual observer,” 
whose reaction the United States Court of Customs and Patent Ap- 
peals has recently held to be immaterial. Skram Company v. Bayer 
Company, 29 U.S. P. Q. 142 [26 T.-M. Rep. 290]. 

Having disclaimed the only feature of its mark which is com- 
mon to applicant’s, opposer cannot complain of applicant’s use of 
that feature, provided only that the manner of such use avoids con- 
fusing similarity to opposer’s mark as a whole. I am clearly of 
the opinion that applicant has met this requirement. 

The decision of the Examiner of Trade-Mark Interferences sus- 
taining the opposition is reversed, but because I consider applicant’s 
mark descriptive of its goods his adjudication that applicant is not 
entitled to the registration applied for is affirmed.’ 


Goods of Same Descriptive Properties 


Frazer, A. C.: This is an interference between trade-mark 
registration No. 254,586, issued March 26, 1929, to Kaufmann 
Department Stores, Inc., and the application of S. H. Kress & Co., 
filed June 15, 1932, and claiming use since June, 1915. Registrant 
appeals from the decision of the Examiner of Trade-Mark Inter- 
ferences awarding priority to applicant. 

Applicant’s mark is the word “Cavalier,” which word is also 
the predominant feature of registrant’s mark. The goods described 
in the application are “men’s union suits, undershirts and drawers, 
hosiery, suspenders and hose supporters,’ while those named in 


1 Pep Boys Manny, Moe and Jack v. Fisher Brothers Company, Opp’n 
No. 14,275, 29 U. S. P. Q. 305, April 27, 1936. 
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the certificate of registration include men’s shirts and undershirts. 
Manifestly these are goods of the same descriptive properties. 

Neither party took testimony, but applicant did establish owner- 
ship of an earlier registration of this same mark for use on hosiery, 
the certificate having issued October 26, 1915. That these goods 
likewise are of the same descriptive properties as those of the Kauf- 
mann registration is not seriously questioned, and seems too clear 
to merit discussion. 

The proposition to which appellant’s argument is chiefly directed 
is that applicant’s ownership of the 1915 registration is insufh- 
cient to warrant an award of priority in its favor, because there is 
no evidence of actual use of the registered mark on the goods de- 
scribed in the registration. I have carefully reviewed the authori- 
ties cited in the brief, and I do not think they support appellant’s 
contention. Applicant is declared by the statute to be prima facie 
the owner of the mark covered by its registration, and as ownership 
can result only from use it must be presumed in the absence of proof 
to the contrary that applicant was using the mark at the time it 
was registered. As that was something over eleven years prior 
to appellant’s filing date, I think it sufficiently appears that ap- 
plicant was the “first to adopt and use the mark,” and hence is enti- 


tled to the registration thereof under the provisions of Section 7 of 
the Trade-Mark Act. 


On Petition for Rehearing 


Frazer, A. C.: Counsel for Kaufmann Department Stores, 
Inc., has filed a petition “for further statement in clarification of 
opinion.” 

The language of the decision seems clear and simple, but in view 
of the doubts expressed in the petition it may be added that, in my 
opinion, the prior user of a trade-mark is entitled to its registration 
for goods of the same descriptive properties as those upon which it 
was first used, regardless of its attempted appropriation by a subse- 
quent user for goods likewise of the same descriptive properties 
though specifically different from those to which the mark was 
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originally applied by the first user. In other words, applicant’s 
prior use on hosiery of the mark here involved entitles it to regis- 
tration for undershirts, in spite of petitioner’s existing registration 
for the same goods. Section 7 of the Trade-Mark Act says nothing 


about identity of goods. The language used is “goods of the same 
descriptive properties.” 


Frazer, A. C.: Applicant petitions that the Commissioner re- 
view and reverse the action of the Examiner of Trade-Marks re- 
jecting its application for registration, under the Act of March 19, 
1920, of the word “Fenderette” as a trade-mark for “splash guards 
for motor vehicles.” The rejection is based on Registration No. 
214,063, issued June 8, 1926, of the same mark for use on automobile 
bumpers; and the only question presented is whether automobile 
bumpers and automobile splash guards are goods of the same de- 
scriptive properties. 

It is explained in the brief that: 

Splash guards are rubber, leather or composition aprons added to the 
vehicle as a pure accessory. Forming an extension or dependency from a 


mudguard, their purpose is to prevent mud and water from being splashed 
against a following vehicle or from being thrown up against the back of the 


carrying vehicle. 

Pointing out that bumpers are made entirely of metal, and have 
become standard equipment for automobiles, applicant argues that 
the two items are so different in “appearance, function, and apparent 
origin” that no confusion would be likely to result from their sale 
under identical trade-marks. With this contention I am unable to 
agree. It is well known that many dealers in motor-car equipment 
handle both bumpers and splash guards, and that in use the two are 
very closely related. They are both protective devices for use on 
automobiles. In my opinion their sale under identical marks would 


make confusion not only probable, but well nigh inevitable.® 


2S. H. Kress & Co. v. Kaufmann Department Stores, Inc., Int. 2515, 
29 U. S. P. Q. 303, April 16, 1936. 


8 Ex parte Casco Products Corporation, Ser. No. 326,416, 29 U. S. P. Q. 
305, April 23, 1936. 
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Interference 


Frazer, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Mark Interferences in an interference between 
the applications of the above-named parties, both of whom seek 
registration of the words “Bond Street” as a trade-mark for gin. 
The application of Samuel Kunin & Sons, Inc., was filed May 25, 
1934, and that of Bushmill Wine & Products Company, Inc., June 
18, 1934. 


After final hearing the Examiner of Trade-Mark Interfer- 
ences rendered a decision in which he held that the Bushmill Com- 


pany, being the junior party and having taken no testimony to 


prove a date of use earlier than its filing date, was not entitled to 
registration of the mark; and that, “‘in view of the nature of the use 
by the senior party of the mark disclosed by the specimen filed as 
a part of its application involved herein,’ Samuel Kunin & Sons, 
Inc., was likewise not entitled to registration. 

While it is not so stated in the decision it is nevertheless clear 
from the record that registration to the senior party was refused be- 
cause its use of the mark, as disclosed in the application for regis- 
tration and in the testimony, was deemed by the Examiner to have 
been so fraudulent as to confer no trade-mark ownership in the 
mark. Apparently acquiescing in this view, the senior party, some 
two weeks after the decision was rendered, filed a motion to substitute 
new labels for those submitted with the application and shown by 
the testimony to have been used, eliminating the features which had 
been held objectionable. The motion was supported by an affidavit 
to the effect “that recently and during August, 1935,” the new labels 
had been adopted, and “are now and have been used exclusively for 
all gin to be shipped in interstate commerce”; and that Samuel 
Kunin & Sons, Inc., “‘is discontinuing the use of the old style labels 
such as filed with the original application for trade-mark registra- 
tion.” 

Upon consideration of the motion the Examiner of Trade-Mark 
Interferences “adjudged that if the application were amended in 
accordance with the motion and showing filed September 8, 1935, the 
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senior party would be entitled to the registration for which it has 
made application. 


The case is before me on the appeal of Bushmill Wine & Products 
Company, Inc. 

As already noted, the Examiner of Trade-Mark Interferences 
decided that Samuel Kunin & Sons., Inc., was not entitled to regis- 
tration upon the record presented at final hearing. The correctness 
of that ruling is not disputed, and I express no opinion in that re- 
gard. It seems clear, however, that if the use shown by the senior 
party was insufficient to establish ownership of the mark, the 
junior party was entitled to an award of priority. And this situa- 
tion was in no manner changed by the motion and affidavit, because, 
assuming that the Examiner could properly entertain the motion, 
and construing the supporting affidavit in its most favorable aspect, 
all that can be said is that Samuel Kunin & Sons, Inc., began legal 
use of the mark in August, 1935, which was fourteen months after 
the filing of the Bushmill application. 

The decision of the Examiner of Trade-Mark Interferences is 
reversed, and it is adjudged that Bushmill Wine & Products Com- 
pany, Inc., is entitled to the registration for which it has applied* 


4 Bushmill Wine & Products Co., Inc. v. Samuel Kunin & Sons, Inc., 
Intfer. No. 2,453, 29 U. S. P. Q. 94, March 26, 1936. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


‘The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
tu members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 


